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The Legal Practice Service of the International Cooperation and Legal Affairs Department
prepares a yearly overview of the General Court (GC)/Court of Justice (CJ) case-law as
regards trade mark and design matters. The judgments and orders are arranged in
categories to be browsed more easily according to their content.

This overview includes judgments, preliminary rulings and important orders rendered by the
GC and the CJ.

Cases in which the GC or CJ have decided differently from the EUIPO are indicated by the
symbol ¢ before the case number.

Cases which are cited in more than one category in the present report are indicated by the
symbol ¢ before the case number.

While the annual summary is published after the entry into force of the Amending Regulation
(EU) 2015/2424 in March 2016, all of the summaries and citations that were compiled during
the first months of 2016 (prior to 23/03/2016) are citied in this compilation using ‘OHIM’ in the
case-law reference. As from 23/03/2016 the new name, EUIPO, is used. For all cases, the
new terminology such as an EUTM application or registration is used (instead of the previous
CTM application or registration), and the legal texts will always be referred to as EUTMR and
EUTMIR respectively.

Preliminary Rulings are integrated alongside the judgments. References to the EUTMR in the
chapter headings should be read as extending to the equivalent rules in
Directive 2008/95/EC (TMD), where they exist.

Each reference to a case contains an abstract of the relevant issues together with an
indication of the language of the proceedings. For internal users (EUIPO staff) the original
and its available translations can be accessed by CTRL + click on the respective case
number. For external users, or more detailed information, please see the GC/CJ Database,
which can be accessed online at hitp://curia.europa.eu/ which contains keywords, relevant
legal norms, facts in brief and headnotes of each judgment, including the official translations
or the eSearch Case Law database, which can be accessed online at
https://euipo.europa.eu/eSearchCLW/.

Please note that the document does not necessarily reproduce the exact wording of the
judgments, preliminary rulings or orders.

@ CTRL + click on the titles of the index to go directly to the text (internal EUIPO
S users only).
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l. Procedural Matters

A. Procedures before the GC/CJ
1. Admissibility

1.1 Right to appeal, form, deadline

C-500/15 P; TVR ITALIA/TVR et al.; Order of 14 January 2016; TVR Italia Srl v OHIM,;
Language of the case: EN.

EUTM application Earlier mark
= — E\;._———___7 TVR
ﬁ5= =/ =

An appeal drafted in Iltalian against a judgment of the GC in English. Pursuant to
Article 37(2)(a) of the Rules of Procedure of the Court of Justice (RPCJ), the language of the
proceedings is the language of the judgment of the GC under appeal. The language of the
proceedings before the GC was English. The appeal was filed in Italian without a translation
into English. The appellant stated that it chose Italian as language of the proceedings.
Although Article 37(1)(b) and (c) of the RPCJ allows a party to ask for the language of the
proceedings to be changed, having heard the other parties and the Advocate General, the
appellant did not file such a request. Filing an appeal in a language other than the language
of the proceedings cannot be put in order pursuant to Article 168(4) RPCJ. The appeal is
manifestly inadmissible.

¢4T-711/13 and T-716/13 (joined cases); HARRY’S BAR and PUB CASINO Harrys
RESTAURANG et al.; Judgments of 18 February 2016; Harrys Pubar AB v OHIM and
Harry’s New York Bar SA v OHIM; Language of the cases: EN. The EUTM applicant sought
to register the word mark HARRY’S BAR as an EUTM for goods and services in Classes 25,
29, 30, 32, 33 and 43. The opponent filed an opposition, inter alia, on the grounds of
Article 8(1)(b) EUTMR for those goods and services based on, inter alia, the earlier Swedish
figurative EUTM, PUB CASINO Harrys RESTAURANG, registered for goods and services in
Classes 29 and 42. The Opposition Division (OD) upheld the opposition for all the goods and
services in Classes 25, 32, 33, 43 and for part of the goods in Classes 29 and 30. The EUTM
applicant filed an appeal seeking for the annulment of the decision of the OD insofar as it
upheld the opposition. The opponent filed an appeal for the annulment of the same decision
insofar as it rejected the opposition. The Board of Appeal (BoA) partially upheld the EUTM
applicant's appeal and dismissed the opponent’s appeal in its entirety. As a result,
registration was refused for all the goods and services in Classes 25, 33 and 43 and was
allowed for part of the goods in Classes 29 and 32 and for all the goods in Class 30. Both the
EUTM applicant and the opponent filed an application before the GC for the annulment of the
decision of the BoA. A claim was submitted for the first time before the GC, which constitutes
a new argument and which was not submitted in the appeal before the Office. The EUTM
applicant’s claim that the requirement of clarity and precision for describing the earlier mark’s
goods was not fulfilled was dismissed as inadmissible since it had been submitted for the first
time before the GC (paras 29 to 32).


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/6c54a831-0360-421b-b234-228326f7831b
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/178cc81d-4938-41d9-b609-767e45cad84d
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/394e16a0-e551-407d-adf6-45de60c8862e
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+4T-84/14 and T-97/14 (joined cases); HARRY’S NEW YORK BAR / PUB CASINO Harrys
RESTAURANG et al.; Judgments of 18 February 2016; Harrys Pubar AB v OHIM and
Harry’s New York Bar SA v OHIM; Language of the cases: EN. The EUTM applicant sought
to register the word mark HARRY’S NEW YORK BAR as an EUTM for goods and services
in Classes 25, 30, 32 and 43. The opponent filed an opposition, inter alia, on the grounds of
Article 8(1)(b) EUTMR for those goods and services based on, inter alia, the earlier Swedish
figurative EUTM, PUB CASINO Harrys RESTAURANG, registered for goods and services in
Classes 29 and 42. The OD upheld the opposition for all the goods and services in
Classes 25, 32, 43 and for part of the goods in Class 30. The EUTM applicant filed an appeal
seeking for the annulment of the decision of the OD insofar as it upheld the opposition. The
opponent filed an appeal for the annulment of the same decision insofar as it rejected the
opposition. The BoA partially upheld the EUTM applicant’'s appeal and dismissed the
opponent’s appeal in its entirety. As a result, registration was refused for all the goods and
services in Classes 25 and 43 and was allowed for all the goods in Class 30 and 32 (with the
exception of ‘beers’ in Class 32). Both the EUTM applicant and the opponent filed an
application before the GC for the annulment of the decision of the BoA. A claim was
submitted for the first time before the GC, which constitutes a new argument and which was
not submitted in the appeal before the Office. The EUTM applicant’s claim that the
requirement of clarity and precision for describing the earlier mark’s goods was not fulfilled
was dismissed as inadmissible since it had been submitted for the first time before the GC
(paras 30 to 33).

+T-805/14; MEGABUS.COM; Order of 25 May 2016; Stagecoach Group plc v EUIPO;
Language of the case: EN. The EUTM applicant sought to register the word mark
MEGABUS.COM for goods and services in, inter alia, Classes 16, 35 and 39. The examiner
rejected the application for all the goods and the services mentioned on the basis of
Article 7(1)(b) and (c) EUTMR. The BoA dismissed the appeal. The applicant filed an
application before the GC for the annulment of the decision of the BoA. In support of its
action, the applicant relies, in essence, on four pleas in law, alleging: (i) infringement of
Article 7(1)(c) EUTMR; (ii) infringement of Article 7(1)(b) EUTMR; (iii) infringement of
Article 75 EUTMR; and (iv) infringement of Article 7(3) EUTMR. The GC found that the
second, third and fourth pleas in law raised by the applicant were manifestly inadmissible on
the ground that they are devoid of clarity and consistency and that, consequently, they do not
meet the minimum requirements of Article 44(1)(c) of the Rules of Procedure of the General
Court (RPGC) (paras 16 to 22).

+C-309/15 P; real,-/ Real mark et al.; Order of 8 September 2016; Real Express SRL v
EUIPO — MIP METRO Group Intellectual Property GmbH & Co. KG; Language of the case:
EN.

EUTM application Earlier marks

[ ea'r

The applicant sought to register the figurative mark real,- represented above as an EUTM for
goods and services, amongst others, in Classes 3 and 35. An opposition based on the earlier

6


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/cdff2b28-18a5-4d53-9e13-c893d97554ad
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/06fd97d9-ee7f-424d-9e2c-27f789a55ed1
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/b607c30d-8b16-415d-a0ad-380b9591b620
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/cf19c0bf-9414-40f7-8e27-98f98cb42717
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figurative marks Real mark and Real lichid represented above, registered for goods and
services in Classes 3 and 35, was filed pursuant to Article 8(1)(b) EUTMR. The OD
dismissed the opposition as unfounded. The BoA dismissed the opponent’s appeal. The
opponent filed an action before the GC who dismissed the appellant’s action as partly
inadmissible (for lack of clarity and coherence and therefore for failure to satisfy the minimum
requirements of Article 44(1)(c) RPGC (1991)) and as partly manifestly unfounded. The
opponent filed an action before the Court of Justice of the European Union (CJEU)
requesting the annulment of the GC’s order claiming, in substance, an erroneous application
of Article 44(1)(c) RPGC, a violation of the duty to state reasons, violations of
Rule 15(2)(h)(iii), Rule 17(1) and (4) and Rules 19 and 20 EUTMIR as well as of the principle
of legal certainty. The CJ dismissed the first plea (violation of Article 44(1)(c) RPGC (1991))
as partly inadmissible and partly manifestly unfounded. It found that appellant failed to
identify clearly and coherently the arguments, which the GC allegedly had incorrectly
rejected as inadmissible.

+C-482/15 P; bambinoLUK / BAMBINO; Judgment of 26 October 2016; Westermann
Lernspielverlarge GmbH v EUIPO; Language of the case: EN.

EUTM application Earlier marks

bambjnoLUX

C%’ BAMBINO ..

The EUTM applicant sought to register the figurative sign bambinoLUK for goods in
Classes 9, 16 and 28. An opposition based, among others, on an earlier figurative EUTM
BAMBINO, covering goods and services in Classes 16, 28 and 41, was filed on the grounds
of Article 8(1)(b) EUTMR. The OD upheld the opposition for some goods and services. The
BoA partially upheld the appeal. The opponent brought an action before the GC, alleging
infringement of Article 8(1)(b) EUTMR because of (i) the lack of distinctive character of the
word element ‘bambino’ of the earlier trade mark, (ii) the lack of similarity between the signs
at issue and (iii) the absence of a likelihood of confusion (LOC). The GC dismissed the
action. The applicant filed an appeal before the CJEU on the basis of two grounds: (i) breach
of the right to be heard and the right to a fair trial and (ii) the infringement of Article 8(1)(b)
EUTMR. The CJ dismissed the appeal. Regarding the first plea, as to the alleged breach of
the right of property, the CJ found it inadmissible because it was raised for the first time at
the reply stage. Furthermore, the CJ found ineffective the applicant’'s arguments related to
the breach of the right to be heard and the right to a fair trial because the GC was not
required, in its review of the legality of the decision, to take in consideration the Office’s
decision revoking an earlier mark, as the revocation took effect after the adoption of the
BoA’s decision and could not affect its legality.

44T-735/15; SHOP ART / art; Judgment of 6 December 2016; The Art Company B & S, SA v
EUIPO; Language of the case: EN. The applicant sought to register the figurative mark
SHOPXART as an EUTM for goods in Classes 18 and 25. An opposition based on, inter
alia, the earlier figurative mark *art, registered for goods and services in Classes 18, 25 and
35, was filed pursuant to Article 8(1)(b) EUTMR. The OD upheld the opposition for all of the
contested goods. The BoA upheld the applicant’'s appeal. It found that, in view of the
importance of the visual appearance of the marks at issue, and of the facts that the relevant
public had a normal degree of attentiveness and that the distinctive and dominant element of
the earlier mark lay in the high degree of stylisation of the letters, there was no likelihood of
confusion, even if the goods in question were identical. The opponent filed an action before

7
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the GC relying on a single plea in law: infringement of Article 8(1)(b) EUTMR. The GC upheld
the appeal. It found that the BoA had erred in concluding that there was no likelihood of
confusion on the part of the relevant public. As regards the statement of intervention:
although the change of ownership had entered in the EUIPO register and the GC was
informed accordingly, the GC considered that the statement of intervention had been filed by
the previous owner only, since the application for substitution of the intervening party had not
been made by way of a separate document (paras 13 to 14).

1.2 Claims

1.2.1 Claims to issue directions to EUIPO

[no entry]

1.2.2  Claims to change an EUIPO decision

+4T-674/13; GUGLER; Judgment of 28 January 2016; Gugler France v OHIM; Language of
the case: EN. The EUTM proprietor was granted the registration of the figurative mark
GUGLER as an EUTM for goods and services in Classes 6, 17, 19, 22, 37, 39, 42. An
application for invalidity was filed pursuant to Article 52(1)(b), and to Article 53(1)(c) in
conjunction with Article 8(4) EUTMR. The CD upheld the application for invalidity. The BoA
upheld the EUTM proprietor's appeal. The invalidity applicant filed an action before the GC
relying on two pleas in law: (i) infringement of Article 53(1)(c), read in conjunction with
Article 8(4) EUTMR (i) infringement of Article 52(1)(b) EUTMR. The GC upheld the appeal.
On the request to alter the contested decision: the GC is not in a position to determine,
on the basis of the matters of fact and of law examined by the BoA, what decision the BoA
was required to take and cannot therefore exercise its power to alter decisions (paras 95 to
105).

T-295/15; Anna Smith / SMITH; Order of 18 April 2016; Yongyu Zhang v EUIPO; Language
of the case: DE.

EUTM application Earlier mark

Anna Smith SMITH

The applicant sought to register the word mark Anna Smith for goods within Classes 18 and
25. An opposition based on the earlier trade mark, SMITH, registered for goods in
Classes 18 and 25, was filed on the grounds of Article 8(1)(b) EUTMR. The OD rejected the
opposition. The BoA annulled the decision, upholding the opposition. The applicant filed an
action before the GC. The GC rejected the action. The action is rejected under Article 126 of
the RPGC. The applicant’'s request that the GC accepts its application is evidently
inadmissible since the GC cannot give orders to the Office (para. 15). When assessing the
similarity between names, the same criteria as for other categories of marks apply (para. 20).
Therefore, the fact that the earlier mark is identically contained in the EUTM application
indicates that the signs are similar (para. 21). The applicant’s argument that in the fashion
sector a minor difference such as an additional first name may exclude a likelihood of
confusion is ineffective because trade marks are often derived from the same family name in

8
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said sector (para. 26 to 27). The applicant cannot contest the genuine use of the earlier mark
before the GC in the absence of timely request on its part before the OD. Moreover, the
earlier mark was not registered for more than 5 years at the relevant point in time (paras 31
to 33). The appeal is dismissed, partly as manifestly inadmissible, and partly lacking any
foundation in law.

+C-226/15 P; ENGLISH PINK / PINK LADY et al.; Judgment of 21 July 2016; Apple and
Pear Australia, Star Fruits Diffusion v EUIPO; Language of the case: FR.

EUTM application Earlier mark

ENGLISH PINK PINK LADY

The applicant sought to register the word mark ENGLISH PINK as an EUTM for goods in
Class 31. An opposition based on the earlier word mark PINK LADY, and other figurative
marks, all registered for goods in Class 31, was filed pursuant to Article 8(1)(b) and
Article 8(5) EUTMR. The OD dismissed the opposition. The opponent appealed this decision.
One year hefore adopting the contested decision, the BoA was notified of a final judgment of
the Belgian EUTM Court —Tribunal de Commerce de Bruxelles (TCB) — cancelling the
Benelux mark ENGLISH PINK (which had been applied for at the same time as the identical
contested ENGLISH PINK EUTM) because of likelihood of confusion with the earlier trade
mark registration for the word mark PINK LADY and earlier Benelux trade marks. The TCB
found that the Benelux mark ENGLISH PINK infringes the PINK LADY marks (both EUTMs
and Benelux marks) and prohibited the other party from using the sign PINK LADY within the
EU. The TCB ruled that the PINK LADY trade marks enjoy a high degree of protection and
that there is a significant likelihood of confusion between PINK LADY and ENGLISH PINK.
The BoA transmitted the judgment and its translation to the other party, but the contested
decision did not even mention it in the summary of the facts. The BoA dismissed the
opponent’s appeal, thereby taking the opposite view to the TCB: no enhanced
distinctiveness, no Article 8(5) EUTMR, no likelihood of confusion. The opponent filed an
action before the GC relying on seven pleas in law. The GC annulled the BoA’s decision
based on the first plea, because it had not taken account of the judgment of the TCB and had
not assessed the potential impact that that judgment could have on the outcome of the
opposition proceedings. The GC rejected the action as to the remainder. The opponent filed
an action before the CJEU raising three grounds of appeal: (i) alleged infringement of the
principle of res judicata; (i) alleged infringement of the general principles of legal certainty,
sound administration and the protection of legitimate expectations; (iii) alleged infringement
of the GC of Article 65(3) EUTMR by refusing to alter the contested decision. The CJ
dismissed the third ground of appeal as unfounded, as the GC had noted in para. 56 of the
judgment under appeal (T-378/13) that its power to alter decisions does not have the effect
of conferring on it the power to substitute its own assessment for that of a BoA, or of carrying
out an assessment on which that BoA has not yet adopted a position.

#T-250/15; CLAN/CLAN MACGREGOR; Judgment of 24 November 2016; Speciality
Drinks Ltd v EUIPO; Language of the case: EN. The EUTM applicant sought to register the
word mark CLAN for goods in Class 33. An opposition based, inter alia, on the earlier word
mark CLAN MACGREGOR, registered for goods in Class 33 was filed on the grounds of
Article 8(1)(b) EUTMR. The OD dismissed the opposition: genuine use of the aforesaid
earlier mark was proven for ‘Scotch whisky’ and there was a likelihood of confusion between


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/16779025-04b6-499d-bd17-dc37a6bb9de7
http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/74e14f63-aef6-4453-a46c-5e4616a15d60
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the marks at issue. The BoA dismissed the applicant’s appeal. The applicant filed an action
before the GC raising one plea in law, namely breach of Article 8(1)(b) EUTMR, claiming
firstly that the contested decision should be annulled and, secondly, that the opposition
should be rejected. The GC dismissed the appeal. The claim for alteration: no grounds for
annulment or alteration as set out in Article 65(2) EUTMR have been found in the course of
the examination of the application for annulment made by the applicant, and this claim is
therefore rejected.

¢T-745/15; YO!/YO; Judgment of 14 December 2016; Scorpio Poland v EUIPO;
Language of the case: PL. The applicant sought to register the figurative sign YO! as an
EUTM for goods and services in Class 25. An opposition based on the earlier German word
mark YO, registered for goods and services in Class 25, was filed pursuant to Article 8(1)(b)
EUTMR. The OD dismissed the opposition in its entirety. The opponent filed an appeal. The
BoA upheld the opponent’s appeal. It found that both signs would be perceived by a large
part of the German-speaking public as consisting of the verbal element ‘YO'. The signs were
therefore aurally identical and visually similar to a low or average degree. Since none of the
signs had a meaning, the signs were neither similar nor identical conceptually. The goods
were identical. Considering the above BoA found that there was a likelihood of confusion
between the signs. The applicant filed an action before the GC relying on a single plea in
law: an infringement of Article 8(1)(b) EUTMR. The application sought, inter alia, to have the
decision of BoA altered and EUTM application registered. The GC found the latter claim to
be inadmissible. As to the remaining claim the GC dismissed the appeal. It found that there
was a likelihood of confusion between the signs at issue. The claim for alteration of the
Office decision: as to applicant’s plea to alter the Office decision and allow the registration
of the EUTM application, the GC found it inadmissible, it explained the meaning of
Article 65(3) EUTMR and referred to the relevant case-law (para. 14).

1.2.3  Claim by applicant to confirm decision

[no entry]

1.2.4  Claim in excess of what is appealable
[no entry]

1.2.5 Clarification of claim by applicant

[no entry]

1.2.6 Interpretation of claim by Court

4T-301/15; Du bist, was du erlebst.; Judgment of 31 May 2016; Jochen Schweizer GmbH v
EUIPO; Language of the case: DE. ADMISSIBILITY: even though the appeal addresses an
infringement of Article 7(1)(c) EUTMR, it is clear from the writ’s further reasoning that indeed
the appeal claims an infringement of Article 7(1)(b) EUTMR. Therefore Article 44(1)(c) RPGC
is complied with and the appeal is admissible.

44T-742/14; CALCILITE; Judgment of 19 July 2016; Alpha Calcit Fullstoffgesellschaft mbH v
EUIPO; Language of the case: EN. The EUTM proprietor was granted the registration of the

10
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figurative mark CALCILITE as an EUTM for goods in Classes 2 and 19. An application for
invalidity was filed pursuant to Article 53(1)(a) EUTMR in conjunction with, inter alia,
Article 8(1)(b) EUTMR. The CD dismissed the application for invalidity as it considered that
the goods at issue were dissimilar. The BoA dismissed the invalidity applicant’s appeal. It
found that the opponent’s goods for which genuine use had been proven (crystalline calcium
carbonate filler (CCCF)) were not similar to the contested goods. The invalidity applicant filed
an action before the GC relying on a single plea in law: infringement of Article 53(1)(a)
EUTMR in conjunction with Article 8(1)(b) EUTMR. The GC partly upheld the appeal.
Clarification of the scope of the action: the GC clarifies the scope of the appeal before it
since part of the BoA'’s findings were not contested (paras 33 to 36) and points out that the
applicant’'s arguments suggesting the earlier trade mark is reputed are inadmissible, as the
subject matter of the proceedings before the BoA may not be changed (paras 37 to 39).

4T-400/15; CITRUS SATURDAY / CITRUS; Judgment of 28 September 2016; Ana Isabel
Pinto Eliseu Baptista Lopes Canhoto v EUIPO; Language of the case: EN. The applicant
sought to register the word mark CITRUS SATURDAY as an EUTM for goods in, inter alia,
Class 25. An opposition based on the earlier word mark CITRUS registered for goods in
Class 25, was filed pursuant to Article 8(1)(b) EUTMR. The OD dismissed the opposition as
unsubstantiated as the opponent had not submitted a translation of the certificate of
registration of the earlier mark into the language of the proceedings within the period
prescribed for that purpose. The translation reached the Office on 21 May 2014 although the
time limit expired on 12 May 2014. The BoA dismissed the opponent’s appeal. It found that
the OD had correctly rejected the opposition as unfounded pursuant to Rule 20(1) EUTMIR.
The opponent filed an action before the GC relying on two pleas in law: (i) infringement of
Rules 19 and 20 EUTMIR and of Article 76 EUTMR and (ii) infringement of Article 21,
Article 41(1) and Article 47 of the Charter of Fundamental Rights of the European Union and
of Article 18 TFEU. Regarding the infringement of Article 21, Article 41(1) and Article 47
of the Charter of Fundamental Rights and of Article 18 TFEU: the GC interpreted the
opponent’s submission under this plea to be, in essence, first, that the BoA disregarded her
right to an effective remedy and a fair hearing and, second, that the Office infringed the
principle of non-discrimination on grounds of nationality (para. 44). First of all, the GC
emphasised that the Court has excluded the possibility of relying on the right to a fair ‘trial’ in
proceedings before the BoAs of the Office, since proceedings before the BoAs are
administrative and not judicial in nature. Next, regarding the right to an effective remedy, the
OD’s decision may be either revoked under the conditions laid down in Article 80 EUTMR or
annulled in the context of an appeal brought under Article 58 EUTMR. Thus, it is evident that
the opponent’s right to an effective remedy is protected (paras 48 to 50). Regarding
discrimination on grounds of nationality, the Office rejected the opposition purely on the
ground that the documents had been submitted late. As that fact is entirely unrelated to the
opponent’s nationality or her place of establishment, The Office cannot be accused of having
treated the opponent differently on the basis of her nationality (para. 51). In any event, it
should be borne in mind that the opponent also had the possibility of sending the Office the
proof in question by personal delivery, by fax or by any other means, including electronically,
so that an alleged discrimination on grounds of nationality, connected with the delivery times
for communications sent by post, is excluded (para. 52).

¢T-769/15; Dolokorn /DOLOPUR; Judgment of 24 November 2016; SeNaPro Gmbh v
EUIPO; Language of the case: DE. The applicant sought to register the word mark Dolokorn
as an EUTM for goods in Class 1, among which manures; fertilisers for soil and Inorganic
fertilisers. An opposition based on the earlier trade mark DOLOPUR, registered for goods
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and services in Classes 1, 3, 5, 19 and 40 was filed pursuant to Article 8(1)(b) EUTMR. The
OD upheld the opposition insofar as the signs were considered to be similar and the goods
identical. The BoA dismissed the applicant’s appeal. It did not take into account the
applicant’'s argument, according to which the prefix ‘DOLO’ makes express reference to
‘dolomite’ rock, on the ground that it had been put forward for the first time right before the
BoA. The applicant filed an action before the GC relying on a single plea in law: infringement
of Article 75 and Article 76(1) and (2) EUTMR. The GC dismissed the appeal. The GC found
that the applicant was substantially claiming an infringement of Article 8(1)(b) EUTMR
(para. 14).

1.2.7  Claim that the case has become devoid of purpose
[no entry]

1.3 Undisputed facts, arguments, grounds or evidence

4C-43/15 P; compressor technology / KOMPRESSOR et al.; Judgment of 8 November
2016; BSH Bosch und Siemens Hausgerate GmbH v EUIPO; Language of the case: DE. The
EUTM applicant sought to register the figurative mark compressor technology for goods
and in Classes 7, 9 and 11. An opposition based, among others, on the earlier word mark
KOMPRESSOR, registered for similar and identical goods in Classes 7, 9 and 11, was filed
on the grounds of Article 8(1)(b) EUTMR. The OD upheld the opposition for the goods found
to be similar and identical. The EUTM applicant appealed the decision; the owner of the
earlier trade marks, in its observations, stated that the EUTM application should have been
refused for even more goods. The BoA, which qualified these observations as ‘ancillary
appeal’ (Article 8(3) Rules of Procedure of the BoA (RPBo0A)), dismissed the applicant’s
appeal and rejected the EUTM application for more goods than OD. The applicant filed an
action before the GC. The appeal — based solely on Article 8(1)(b) EUTMR — was
dismissed by the GC. It emphasised that a certain degree of distinctiveness has to be
attributed to national marks and that the distinctiveness of the earlier mark(s) is just one
element of the assessment of likelihood of confusion. In light of the decorative figurative
element and the secondary position of the element ‘technology’ within the EUTM application,
the BoA was right in its assessment that the differences in the first letters ‘C/K’ are not
sufficient to compensate for the similarity between the word elements
KOMPRESSOR/compressor. The EUTM applicant lodged an application before the CJ,
relying on two pleas in law: first, the GC violated Article 60 EUTMR by giving its approval,
without the slightest examination, to the BoA’s qualification of the observations of the owner
of the earlier marks as ‘ancillary appeal’ and by giving its approval to the BoA’s rejection of
the EUTM application for even more goods than OD. Second, the GC violated Article 8(1)(b)
EUTMR by relying on an erroneous concept of likelihood of confusion, with the effect that, if
two trade marks coincide as regard a purely descriptive element, it is deemed sufficient to
give rise to such a likelihood of confusion, thereby leading to a monopolisation of a purely
descriptive indication. The CJ dismissed the appeal. As regards the claimed violation of
Article 60 EUTMR, the CJ noted that the applicant — undisputedly — did not claim at any
stage of the proceedings before the GC that the BoA’s interpretation (ancillary appeal) was
incompatible with Article 60 EUTMR or any other provision of EU law. In an appeal, the
jurisdiction of the CJ is confined to review of the findings of law on the pleas and arguments
debated before the GC. While the BOA infringed the adversarial principle (Article 63,
Article 75, second sentence EUTMR) by not giving the applicant an opportunity to comment
on the ‘ancillary appeal’, the fact remains that, in the absence of any challenge by the
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applicant relating to that matter before the GC and in the absence of the slightest criticism on
its part of the analysis, which led the BoA to uphold the ‘ancillary’ appeal, the GC cannot be
criticised for having failed to raise that infringement on its own motion (paras 42 to 45).
Accordingly, the CJ dismissed the first plea as inadmissible.

1.4 New facts, arguments, grounds or evidence

4T-802/14; Lenah.C / LEMA; Judgment of 21 January 2016; Laboratorios Ern, S.A. v OHIM,;
Language of the case: EN. The applicant sought to register the word mark Lenah.C as an
EUTM for goods within Classes 3 and 5. An opposition based on the earlier mark LEMA,
registered in Spain for goods in Class 5, was filed on the grounds of Article 8(1)(b) EUTMR.
The OD rejected the opposition. The BoA dismissed the opponent’s appeal. The opponent
filed an action before the GC. On the admissibility of the evidence adduced for the first time
before the GC, the GC stated that the documents that were produced for the first time before
the GC, they are inadmissible and cannot be taken into account, without it being necessary
to examine their probative value (para. 16).

¢T-557/14; SPEZOOMIX / Spezi; Judgment of 1 March 2016; BrandGroup GmbH v OHIM,;
Language of the case: DE. The sign SPEZOOMIX was applied for registration as an EUTM
for goods in Classes 32 and 33. The OD dismissed the opposition based on the earlier mark
Spezi. The BoA reversed the decision and found that both the marks and the goods were
identical or similar so that there would be a likelihood of confusion. The applicant based its
application for annulment on two pleas in law: (i) infringement of Article 8(1)(b) EUTMR and
(i) infringement of Article 8(5) EUTMR. The GC rejected the second plea as inadmissible, as
the BoA had based its decision to reject the EUTM application on Article 8(1)(b) EUTMR
only. A reminder was given that the parties before the GC may not change the subject-matter
of the proceedings before the BoA.

4T-198/14; 100% Capri / CAPRI; Judgment of 19 April 2016; 100% Capri Italia Srl v EUIPO;
Language of the case: IT. The applicant sought to register the figurative mark 100% CAPRI
as an EUTM for goods in Classes 18 and 25. An opposition based on the earlier EU
figurative mark CAPRI was filed on the grounds of Article 8(1)(b) EUTMR. The goods on
which the opposition was based are items of outer clothing in Class 25. The BoA upheld the
OD’s finding that there was a likelihood of confusion between the conflicting marks and
dismissed the appeal. The applicant filed an action before the GC. As far as the procedural
issues are concerned, the applicant argued that the word ‘CAPRI’ would be associated by
the relevant public to a particular style of clothing. Furthermore, the applicant claimed, with
its observations before the BoA, that ‘no consumer would associate the word ‘CAPRI’ to
shirts or other clothing but rather to a kind of cigarettes’ (paras 29 to 31). The GC declared
that the arguments and the supporting evidence were inadmissible as they had been raised
for the first time before the GC (para. 34).

¢T-217/15; PALLADIUM PALACE IBIZA RESORT & SPA; Judgment of 30 November 2016;
Fiesta Hotels & Resorts, S.L. v EUIPO and Residencial Palladium, S.L.; Language of the
case: ES. An application for invalidity pursuant to Article 53(1) in conjunction with Article 8(4)
EUTMR was filed against the figurative EUTM PALLADIUM PALACE IBIZA RESORT &
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SPA (represented above), registered for education; providing of training; entertainment;
sporting and cultural activities in Class 41 and services for providing food and drink;
temporary accommodation in Class 43. The application for invalidity was based on the
unregistered name GRAND HOTEL PALLADIUM, used in Spain for restaurant and
temporary accommodation services. The CD dismissed the application as regards services
in Class 41 and upheld it for services in Class 43. It found that, according to Spanish law, the
applicant was entitled to prohibit the use of a later mark similar to its trade name if there is a
likelihood of confusion between the signs. The BoA dismissed the EUTM proprietor’s appeal.
The applicant brought an action before the GC relying on two pleas alleging: (i) infringement
of Article 53(1) in conjunction with Article 8(4) EUTMR and (ii) infringement of Article 8(1)(b)
EUTMR. Regarding the second plea, based on Article 8(1)(b) EUTMR, the GC found that the
applicant brought for the first time before the GC the Spanish case-law on ‘intermediate
marks’, which had never been invoked before the Office (para. 81). Furthermore, the GC
stressed that the existence of such national rights suitable to prevent the contested mark
from being invalidated was a matter of fact that should have been raised and examined
during the administrative proceedings before the Office (para. 82). According to Article 65
EUTMR, the GC is not entitled to re-examine factual circumstances under the light of
evidence submitted for the first time before it (para. 83), for this reason also the second plea,
alleging infringement of Article 8(1)(b) EUTMR was dismissed.

4T-561/15; UNIVERSIDAD INTERNACIONAL DE LA RIOJA UNIR /UNIRIOJA et al.;
Judgment of 1 December 2016; Universidad Internacional de La Rioja, S.A. v EUIPO;
Language of the case: ES. The EUTM applicant (applicant before the GC) sought to register
the figurative mark UNIVERSIDAD INTERNACIONAL DE LA RIOJA UNIR for goods and
services in Classes 16 and 41. The opponent (intervener before the GC) based its opposition
on Article 8(1)(b) EUTMR using, inter alia, the earlier trade mark UNIRIOJA, registered for
goods and services in Classes 16 and 41. The OD upheld the opposition for all the contested
goods and services. The BoA confirmed the First Instance. The applicant appealed to the GC
alleging infringement of Article 8(1)(b) EUTMR. The GC stated first that the documents
produced by the intervener for the first time before the GC intended to show that there would
be in fact a confusion between the marks on the market are inadmissible. They would alter
the subject matter of the case as it was before the BoA (see Article 188 RPGC) (paras 14 to
16). The applicant made some statements concerning the relevant public, namely that it
would be only the Spanish consumers, since the parties are both universities from La Rioja
(Spain) being highly attentive because of the kind of the goods and services. Those
observations have been produced for the first time before the GC. As to these statements the
GC rebutted the Office’s conclusion of inadmissibility. The examination of the relevant public
is an aspect which falls within the obligation of the BoA to make an overall review of the
case. The BOA necessarily based, or should have based, its decision on this issue and
therefore such matter may therefore be debated as to their merits before the GC (paras 26 to
34).
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15 Limitation, including restriction of goods and services

T-840/14; Sky BONUS / SKY; Order of 11 March 2016; International Gaming Projects Ltd v
OHIM; Language of the case: EN.

EUTM application Earlier mark
s
R ONUS:

The applicant sought to register the figurative mark SKY BONUS represented above as an
EUTM for goods in Classes 9 and 28. An opposition based on an earlier UK word mark SKY,
registered, inter alia, for goods in Classes 9 and 28 was filed pursuant to Article 8 EUTMR.
The OD upheld the opposition. The BoA dismissed the applicant’s appeal by affirming the
likelihood of confusion pursuant to Article 8(1)(b) EUTMR. The applicant filed an action
before the GC in which it limited the goods. The GC dismissed the action as inadmissible, as
the limitation of the goods that took place after the decision of the BoA was rendered
changed the subject matter of the dispute before the BoA and was therefore against
Article 65(2) EUTMR and Article 188 RPGC. The case-law established rules for the
admissibility of the limitation of the goods or services during the GC proceedings. Where the
applicant was withdrawing its application solely for certain goods covered by the initial
application, this was treated either as a declaration that the contested decision was being
challenged only insofar as it referred to the remainder of the goods concerned, or, if such a
declaration was made at an advanced stage of the proceedings before the GC, as a partial
withdrawal of the action. If, however, by its restriction of the list of goods, the trade mark
applicant is not seeking to withdraw one or more goods from that list, but to alter a
characteristic of those goods, such as their purpose or their description, it is possible that
that alteration may affect the examination carried out by the bodies of the Office during the
administrative procedure. In those circumstances, to allow that alteration at the stage of the
action before the GC would amount to changing the subject matter of the proceedings
pending, which is prohibited by Article 188 RPGC. Such an alteration therefore cannot affect
the legality of the contested decision or be taken into account by the GC when it examines
the merits of the case (para. 22). In the present case, it is clear both from the sole head of
claim for annulment and from the arguments set out in support of it in the application that the
applicant is not withdrawing any of the goods, but is merely specifying their purpose as
relating exclusively to Video Bingo games for recreational machines for casinos and
amusement arcades. The applicant itself confirms, at paragraph 16 of the application, that it
is no longer trying to protect the goods contained ‘in general as a broader category’ but only
insofar as they serve that particular purpose (para. 23). By its application, the applicant
cannot obtain a partial annulment of the contested decision on the ground that it is based on
an assessment — not made by the BoA — of a likelihood of confusion between the marks in
guestion by including in that assessment goods with a specific purpose on which the BoA
had not been asked to rule (para. 25).
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1.6 Matters of fact appealed to CJ

¢C-252/15 P; SMART WATER; Judgment of 17 March 2016; Naanzeen Investments Ltd v
OHIM; Language of the case: EN. The EUTM proprietor was granted the registration of the
word mark SMART WATER for goods in Class 32. An application for revocation was filed
pursuant to Article 51 EUTMR. The Cancellation Division (CD) upheld the application for
revocation and revoked the EUTM due to non-use. This decision was confirmed by the BoA
and the GC. The EUTM proprietor filed an appeal before the CJEU. The CJ holds that the
appellant contests the GC’s assessment of evidential value of affidavits and is thereby asking
the CJ to substitute its own assessment of the facts and evidence for that of the GC. That
line of argument is inadmissible (paras 59 to 60). Findings regarding facts found by the GC,
which suggested that the use was not sufficient cannot be contested before the CJ
(para. 63). The same applies for the argument that the GC did not regard certain evidence as
sufficient to dispel doubts as to the genuineness of use, as well as to the argument that the
GC did not give proper value to the existence of non-disclosure agreements (para. 66).
Regarding the claimed distortion of facts, the appellant must indicate precisely the evidence
alleged to have been distorted by the GC and show the errors of appraisal, which led to that
distortion; such distortion must be obvious from the documents on the Court’s file, without
need to carry out a new assessment of the facts and evidence (para. 69). In the present
case, the appellant merely alleges distortion of facts, without explaining how this might affect
the GC’s assessment of genuine use in circumstances where that conclusion follows from an
overall assessment of all the evidence produced before it (para. 71). The reasons why the
mark was not used more extensively are taken into account in the assessment of proper
reasons for non-use but not as a relevant justification of modest commercial volume;
assessment of genuine use takes into account evidence of the existence of use and not
evidence explaining non-use, the latter being taken into account in the assessment of the
reasons for non-use (para. 74). Non-use referred to in the first subparagraph of Article 15(1)
and Article 51(1)(a) EUTMR must necessarily be understood as referring to a failure to put
the trade mark to genuine use within the meaning of the first part of those provisions,
including, therefore, both a complete failure to use a mark and limited use of a mark
(para. 78). The appellant complained that the GC set the requirement of ‘impossible’ use; the
CJ clarifies that the GC did not examine whether the alleged obstacles made the use
impossible, but whether it made it unreasonable (para. 95). It is not sufficient that an obstacle
is independent of the will of the trade mark proprietor; it must have a sufficiently direct
relationship with the mark making its use impossible or unreasonable (para. 97). The GC
stated that revocation proceedings brought against the mark does not prevent the proprietor
of that mark from using it and a possible order to pay damages is not a direct consequence
of the revocation proceedings. In this regard, the appellant is in fact seeking review of the
GC'’s appraisal of facts, such review is outside the jurisdiction of the CJ (paras 96 to 99).

C-232/15 P; ultra.air ultrafilter; Order of 21 April 2016; ultra air GmbH v EUIPO; Language
of the case: DE. The EUTM proprietor was granted the registration of the word mark ultra.air
ultrafilter for goods and services in Classes 7, 9, 11, 37 and 42 mostly related to filters and
other technical devices containing them. An application of invalidity was filed pursuant to
Article 52 EUTMR in conjunction with Article 7 EUTMR. The CD dismissed the application for
invalidity. The BoA upheld the invalidity applicant’s appeal and invalidated the contested
mark on the ground of Article 7(1)(b) and (c) EUTMR. The GC partly annulled the BoA
decision with respect to time control systems for a lack of reasoning but confirmed it for the
remaining goods and services, holding in essence that the mark refers to air of excellent
qguality and thus designates kind and purpose of the goods and services. The EUTM
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proprietor filed an appeal before the CJEU. The CJ rejected the appeal. Matters of fact
(Article 7(1)(c) EUTMR): the GC findings concerning the relevant public and its
attentiveness, perception or attitude are matters of fact. The same applies for the
comprehension of word marks (para. 41). Therefore, these are matters outside the scope of
the appeal proceedings before the CJ, which is confined to matters of law (para. 42).
Distortion of facts: the applicant formally invokes a distortion of fact, claiming that the GC
disregarded the term ‘air’, but on substance attempts to challenge the assessment of facts by
the GC. Moreover, the GC addressed the mark in its entirety. Hence, the plea is manifestly
inadmissible (paras 52 to 54). Article 7(1)(b) EUTMR: as the plea under Article 7(1)(c)
EUTMR was rejected, it is hot necessary to rule on Article 7(1)(b) EUTMR.

¢C-224/14 P; LIDL / LIDL MUSIC et al.; Order of 6 September 2016; Lidl Stiftung & Co. KG
v EUIPO — Lidl Music spol. s r.o0.; Language of the case: EN. The GC had dismissed the
appellant’s claims based on Article 8(1)(b), Article 15(1), Article 15(1)(a) and Article 42(2)
and (3) EUTMR. The appellant requested the annulment of the GC’s judgment putting
forward three pleas in law, alleging, in essence, first, infringement of the combined provisions
of Article 42(2) and (3) EUTMR and Rule 22(3) and (4) EUTMIR, in conjunction with
Article 15(1) EUTMR that there was genuine use of the earlier mark; secondly, infringement
of Article 15(1)(a) EUTMR in conjunction with Article 42(2) and (3) EUTMR, on the ground
that the BoA had erred in finding that the use of the earlier mark in a form that differed from
the form in which it was registered constituted genuine use for the purposes of Article 15(1)
EUTMR,; and, thirdly, infringement of Article 8(1)(b) EUTMR, on the ground that the BoA had
erred in finding that there was a likelihood of confusion between the marks at issue. The CJ
dismissed the appeal. Article 15(1), Article 42(2) and (3) EUTMR: the appellant claimed, in
particular, that the GC erred in law in holding that the BoA was right in finding that the
invoices and the evidence (three undated photographs) submitted by Lidl Music were
sufficient to prove the nature of use of the earlier mark. The CJ held that, under the pretext of
infringement of certain provisions of Regulation, the appellant seeks, in actual fact, to call
into question the assessment of the evidence, which the GC carried out during its
examination of the nature of use of the earlier mark, without alleging that there was any
distortion of that evidence. Therefore, the CJ rejected the first ground of appeal as manifestly
inadmissible, according to Article 256 TFEU and Article 58(1) of the Statute of the Court of
Justice of the European Union (paras 26 to 28). Article 8(1)(b) EUTMR: the CJ held that,
under the guise of arguments relating to errors of law allegedly made by the GC, the
appellant is requesting that the Court carry out a new assessment of the facts with a view to
substituting that assessment for that carried out by the GC. The CJ precised that the errors
alleged by the appellant could be confirmed only by means of an assessment of the
distinctive character of the various elements of the signs at issue. Such an assessment is
manifestly part of the assessment of the facts made by the GC (paras 52 to 53). Therefore,
the third ground of appeal must therefore be rejected as manifestly inadmissible.

¢C-237/14 P; LIDL express / LIDL MUSIC et al.; Order of 6 September 2016; Lidl Stiftung &
Co. KG v EUIPO — Lidl Music spol. s r.o.; Language of the case: EN. The GC had
dismissed the appellant's claims based on Article 8(1)(b), Article 15(1), Article 15(1)(a),
Article 42(2) and (3) EUTMR. The appellant requested the annulment of the GC’s judgment
putting forward three pleas in law, alleging, in essence, first, infringement of the combined
provisions of Article 42(2) and (3) EUTMR and Rule 22(3) and (4) EUTMIR, in conjunction
with Article 15(1) EUTMR that there was genuine use of the earlier mark; secondly,
infringement of Article 15(1)(a) EUTMR in conjunction with Article 42(2) and (3) EUTMR, on
the ground that the BoA had erred in finding that the use of the earlier mark in a form that
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differed from the form in which it was registered constituted genuine use for the purposes of
Article 15(1) EUTMR; and, thirdly, infringement of Article 8(1)(b) EUTMR, on the ground that
the BoA had erred in finding that there was a likelihood of confusion between the marks at
issue. The CJ dismissed the appeal. Article 15(1), Article 42(2) and (3) EUTMR: the
appellant claimed, in particular, that the GC erred in law in holding that the invoices and the
evidence (three undated photographs) submitted by Lidl Music were sufficient to prove the
nature of use of the earlier mark. The CJ held that, under the pretext of infringement of
certain provisions of Regulation, the appellant seeks, in actual fact, to call into question the
assessment of the evidence, which the GC carried out during its examination of the nature of
use of the earlier mark, without alleging that there was any distortion of that evidence.
Therefore, the CJ rejected the first ground of appeal as manifestly inadmissible, according to
Article 256 TFEU and Article 58(1) of the Statute of the CJ (paras 26 to 28). Article 8(1)(b)
EUTMR: the appellant submits that the GC misinterpreted Article 8(1)(b) EUTMR by
confirming the finding that there was a similarity between the marks at issue because the
dominant element in both of them was the word ‘lidI’, because that finding did not adequately
take into account the other elements of the earlier mark. The CJ rejected that argument as
manifestly unfounded. It stated that, although it is true that the GC referred, as regards the
figurative mark applied for Lidl express, to the word ‘music’, rather than to the word
‘express’, that is obviously a clerical mistake that cannot under any circumstances result in
the setting aside of the judgment under appeal. In that regard, the CJ pointed out that it is
apparent from a reading of that judgment as a whole and, in particular, from paragraph 80
thereof, that the GC was perfectly aware of the various components of the marks at issue
(para. 56). In relation to the remaining arguments of the appellant, the CJ held that, under the
guise of arguments relating to errors of law allegedly made by the GC, the appellant is
requesting that the Court carry out a new assessment of the facts with a view to substituting
that assessment for that carried out by the GC. The CJ specified that the errors alleged by
the appellant could be confirmed only by means of an assessment of the distinctive character
of the various elements of the signs at issue. Such an assessment is manifestly part of the
assessment of the facts made by the GC and, therefore, the applicant’'s ground must
therefore be rejected as manifestly inadmissible (paras 57 to 60).

+C-586/15 P; LOTTE / SCHOLLER KOALA; Order of 7 September 2016; Lotte Co. Ltd
GmbH v EUIPO; Language of the case: DE. In the case under appeal (T-483/12) the GC had
upheld the opponent’s action. It decided that some of the examples provided by the
opponent showed the use of the earlier mark in a form different from registered, which,
however, does not alter its distinctive character. These examples show the elements that
produce the distinctive character of the earlier mark: the hexagonal form, the word element
‘KOALA'’ and the picture of koalas in their environment. The lack of the word element ‘Baren’
[bears] will not change the distinctive character of the earlier mark as this word can be
omitted. The scope of use of this trade mark was proven by the invoices and price lists. The
applicant filed an appeal before the CJ claiming the infringement of Article 15(1)(a) EUTMR.
The CJ dismissed the appeal. There was no error in law by the GC when applying the
criteria, that were developed in the case-law for a comparison of the trade marks, to the
assessment of whether the differences between the form used and the form registered alter
the distinctiveness pursuant to Article 15(1)(a) EUTMR, as that case-law defines the general
issue of consumer’s perception of the mark (para. 31). The claims related to the assessment
of the distinctive and dominant elements of the mark were question of facts (para. 33). Also
several further arguments of the applicant are of factual nature (para. 39).
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4C-482/15 P; bambinoLUK / BAMBINO; Judgment of 26 October 2016; Westermann
Lernspielverlarge GmbH v EUIPO; Language of the case: EN. The EUTM applicant sought to
register the figurative sign bambinoLUK for goods in Classes 9, 16 and 28. An opposition
based, among others, on an earlier figurative EUTM, BAMBINO, covering goods and
services in Classes 16, 28 and 41, was filed on the grounds of Article 8(1)(b) EUTMR. The
OD upheld the opposition for some goods and services. The BoA patrtially upheld the appeal.
The opponent brought an action before the GC, alleging infringement of Article 8(1)(b)
EUTMR because of (i) the lack of distinctive character of the word element ‘bambino’ of the
earlier trade mark, (ii) the lack of similarity between the signs at issue and (iii) the absence of
a likelihood of confusion. The GC dismissed the action. The applicant filed an appeal before
the CJEU on the basis of two grounds: (i) breach of the right to be heard and the right to a
fair trial and (ii) the infringement of Article 8(1)(b) EUTMR. The CJ dismissed the appeal.
Regarding the second plea, the CJ found that the GC did not err in law in reviewing the
BoA’s decision because the earlier mark on which the opposition is based was producing its
effects at that time, since the date of its revocation is subsequent to the BoA’s decision.
Furthermore, the applicant’'s argument related to the assessment of the similarity between
the signs seeks to contest the GC’s factual assessment and is therefore inadmissible.

¢C-295/15; ARKTIS; Order of 22 June 2016; Matratzen Concord GmbH v EUIPO; Language
of the case: DE. The applicant before the GC requested the revocation for non-use according
to Article 51(1)(a) EUTMR of the EUTM, ARKTIS, registered for goods in Classes 20 and 24.
The CD revoked the mark partially for the goods in Class 20. It found that for the goods in
Class 24 the EUTM had been used. The BoA confirmed the First Instance decision. The GC
examined if the use is to be considered as genuine and stated that the volume of 3 490
pillows and sleeping bags (Class 20) confirms the position of the BoA that this constitutes a
sufficient volume of use and cannot be considered as token use. The claim that the addition
of the term ‘line’ would alter the distinctive character of the sign as used was rejected by the
GC. This expression will also be understood in Germany, where the mark has been used, in
the sense as product line. The GC also quoted the case-law (case: T-19/99 Companyline;
T-273/10 O-live). The addition is subordinated and the term ‘ARKTIS’ is dominant. The
statement that the mark has been used by another company without consent of the
proprietor was dismissed. The GC confirmed the case-law that from the fact that the
proprietor has the information referring to the use of another company it may be inferred that
such use has been done with its consent. Procedure before the CJ: the CJ applied
Article 181 RPCJ, according to which a manifestly inadmissible or manifestly unfounded
appeal may be dismissed by reasoned order (paras 16 and 17). Matters of fact: the plea of
the appellant that the GC committed an error in the assessment on the proof of use by not
examining the size of the affected market is a matter of fact that may not be brought before
the CJ. The same applies to the plea according to which the goods bedding had not been
taken into account in the assessment of the proof of use, because it is also a matter of fact
(para. 28).

1.7 Other, including general reference to previous statements

+4T-135/14; kicktipp / KICKERS et al.; Judgment of 5 February 2016; Kicktipp GmbH v
OHIM; Language of the case: EN. The GC found regarding the reference, in general terms,
to pleadings submitted before the Office, that previous case-law can be transposed to the
response of the party and held that a general reference to other documents cannot
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compensate for the failure to set out the essential elements of the legal argument, as it is not
for the GC to take on the role of the parties by seeking to identify the relevant pleas and
arguments in the documents to which they refer (paras 21 to 22). The general reference to
the pleadings submitted before the Office was inadmissible (para. 23).

2. Essential procedural requirements

2.1 Right to be heard

T-750/14; ELGO /ERGO; Judgment of 12 May 2016; Ivo-Kermartin GmbH v EUIPO;
Language of the case: DE.

EUTM application Earlier mark

ELGO ERGO

The applicant consecutively declared (minor) restrictions of its goods/services in the course
of the opposition proceedings, which were communicated to the opponent (Rules 18(3) and
20(5) EUTMIR). The opponent stated that the applicant merely seeks to extend the
opposition proceedings and that it maintains its opposition regardless of any further
restrictions. Following the fifth restriction, the OD notified its decision (opposition upheld)
without communicating to the applicant beforehand the opponent’s statement to maintain the
opposition. The applicant appealed claiming that the lack of communication of said statement
before rendering the opposition decision amounts to a serious procedural error. The BoA
dismissed the appeal as inadmissible reasoning that the appeal does not contain any
admissible grounds of appeal (Article 60 EUTMR) and that the plaintiff is not adversely
affected by the circumstances claimed (Article 59 EUTMR). The Office complied with
Rules 18(3) and 20(5) EUTMIR when informing the opponent about the applicant’s last
restriction. In the circumstances of the present case, it does not amount to an infringement of
the applicant’s right to be heard or right of defence under Article 75 EUTMR that the
applicant was not informed about the opponent’s reaction before rendering the opposition
decision. As follows from Rules 18(3) and 20(5) EUTMIR, the proceedings continue when an
opponent maintains its opposition following a restriction. Article 43 EUTMR enables an
applicant to restrict the specification of the mark applied for at any time but does not oblige
the Office to postpone the opposition decision until the applicant declares a further restriction
(paras 32 to 41). Besides, the applicant could have made such declaration even after the
decision was rendered (paras 42 to 43). Furthermore, the applicant was aware of the
opponent’s prior statement to maintain the opposition regardless of any further restriction
(para. 44). In any event, Article 75 EUTMR was not infringed since it cannot be found that the
proceedings would have resulted in a different decision on substance (paras 47 to 48).

¢4T-159/15; DEVICE OF A JUMPING ANIMAL/PUMA et al.; Judgment of
9 September 2016; Puma SE v EUIPO; Language of the case: EN. The opponent invoked
Article 8(5) EUTM and provided, for the purpose of substantiating the reputation of its earlier
mark, inter alia (i) references to earlier decisions of the Office recognising the reputation of
the earlier mark (i.e. number and date of decision) and short extracts of these decisions, (ii)
copies of earlier decisions taken by different national offices/courts as well as (i) a — non
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translated — market survey. The OD rejected the appeal without examining the reputation for
the opponent’s lack of having established a link between the opposing mark protecting very
different goods specialised machines for treating wood, aluminium and PVC in Class 7 v
goods in Classes 18, 25 and 28 and one of the infringements of Article 8(5) EUTMR. The
BoA dismissed the appeal on the basis of the finding that reputation had not been
established, confirming furthermore in an obiter dictum the OD’s finding as regards the
remaining conditions of Article 8(5) EUTMR. It found, in particular, that (i) the Office’s
previous decisions invoked by the opponent were not binding, (ii) that the national decisions
were not relevant as it was unclear on which evidence these had been adopted and that (iii)
the non-translated evidence was to be disregarded in application of Rule 19(3) EUTMIR.
Before the GC, the opponent claimed, inter alia, a breach of the principles of legal certainty
and sound administration in that the BoA had (i) rejected the non-translated evidence and (ii)
concluded that the earlier mark’s reputation had not been established despite the fact that
the opponent had, in particular, referred to earlier Office decisions recognising such
reputation. The GC upheld the appeal. The GC rejects the claim that the BoA’s refusal to
accept non-translated evidence constitutes a breach of principle of sound administration on
the grounds that Rule 19(3) EUTMIR is sufficiently clear (para.24) and the translation
requirement justified by the principles of right to be heard and equality of arms (para. 25).

C-575/15 P; ZARA; Order of 26 October 2016; Industria de Disefio Textil, S.A. (Inditex) v
EUIPO; Language of the case: ES. The trade mark ZARA was registered in a number of
classes of the Nice Classification on 3 January 2001. An application for revocation of the
EUTM for the goods and services in Classes 39 and 42 was filed pursuant to Article 51(1)(a)
EUTMR. The CD upheld the application for revocation in both classes, but the BoA
confirmed the revocation only for the services in Class 39, insofar as the applicant had not
provided enough evidence to demonstrate the genuine use of the mark. The applicant filed
an application for annulment before the GC, which dismissed the action. The applicant filed
an appeal before the CJEU on the basis of six grounds. The CJ dismissed all the grounds. It
found that the action was partly manifestly inadmissible and partly manifestly unfounded, due
to misinterpretation of the judgment by the applicant and the lack of precision in indicating
the contested elements of the judgment for which annulment is sought and the legal
arguments supporting his claims (paras 30 to 31). The CJ also found that distortion of
evidence was not manifested in the proceedings since the quantified data provided couldn’t
prove the genuine use of the mark for services in Class 39 (paras 20 to 21). The CJ did not
find any evidence of an infringement of the right of defence (paras 38 to 39).

+4T-548/15; Café del Sol / CAFE DEL SOL et al.; Judgment of 13 December 2016; Ramén
Guiral Broto v EUIPO; Language of the case: EN. The applicant sought to register the word
mark Café del Sol as an EUTM for goods and services in Classes 30, 35, 41, 43 and 45. An
opposition based on earlier figurative marks registered variously for goods and services in
Classes 9, 25, 42 and 43 was filed pursuant to Article 8(1)(a) and (b) EUTMR. The OD partly
upheld the opposition insofar as it related to services for providing of food and drink,
temporary accommodation, outside catering in Class 43. Only one of the earlier marks was
valid and substantiated, namely, Spanish trade mark registration No 2 348 110. The BoA
upheld the applicant’s appeal. It found that the only earlier mark upon which the OD had
based its decision was not substantiated because the translations provided by the opponent
left out indications of the colour of the mark. The BoA also confirmed that the other earlier
marks were either no longer valid at the operative time or that they were not properly
substantiated. Consequently, as all the earlier marks were either invalid or not substantiated,
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the opposition was dismissed as unfounded. The opponent filed an action before the GC
relying on three pleas in law: (i) the contested decision is ultra petita; (i) the documents
submitted in order to prove the existence of the earlier mark were sufficiently probative and
(iii) failure to respect the subordinate, instrumental and auxiliary nature of the procedural
rules at issue and the possibility of remedying procedural irregularities. The GC upheld the
appeal. It found that the contested decision was adopted in infringement of the principle that
the parties should be heard and that the contested decision must be annulled owing to
infringement of the applicant’s rights of defence. The crux of the matter is that the BoA found
that the earlier Spanish trade mark was not substantiated because the relevant translations
left out indications of colour. The translation of the registration certificate omitted (i) ‘azul’ and
‘blanco’ (blue and white respectively) in the arrows shown above and (ii) the words ‘y color
azul’ (and coloured blue) in the description field. Audiatur et altera pars (audi alteram
partem): the second sentence of Article 75 EUTMR provides that decisions of the Office are
to be based only on reasons or evidence on which the parties concerned have had an
opportunity to present their comments. It was not disputed that the BoA declared the
opposition unfounded pursuant to Rule 19 and Rule 20(1) EUTMIR without having heard the
opponent on the incompleteness of the translation. The fact that the opponent was not heard
on that issue constitutes a procedural irregularity (para. 31). The latter procedural irregularity
constitutes an infringement of the rights of defence only provided that the failure to take into
account the view of an interested party has had a concrete effect on the ability of that party to
defend himself (para. 32). In the present case, considering the BoA’s discretion to admit
evidence not presented within the time limits, if the opponent had been heard on the absence
of a translation of the indications of colour for his earlier mark, he would have submitted a
translation of those indications, which might have been accepted by the BoA and might
therefore have led to the opposition proceedings resulting in a different outcome (para. 39).
Consequently, the contested decision was adopted in infringement of the principle that the
parties should be heard (para. 40).

2.2 Adequate reasoning

44T-674/13; GUGLER; Judgment of 28 January 2016; Gugler France v OHIM; Language of
the case: EN. The EUTM proprietor was granted the registration of the figurative mark
GUGLER as an EUTM for goods and services in Classes 6, 17, 19, 22, 37, 39 and 42. An
application for invalidity was filed pursuant to Article 52(1)(b), and to Article 53(1)(c) in
conjunction with Article 8(4) EUTMR. The CD upheld the application for invalidity. The BoA
upheld the EUTM proprietor's appeal. The invalidity applicant filed an action before the GC
relying on two pleas in law: (i) infringement of Article 53(1)(c), read in conjunction with
Article 8(4) EUTMR (i) infringement of Article 52(1)(b) EUTMR. The GC upheld the appeal.
On the infringement of Article 53(1)(c), read in conjunction with Article 8(4) EUTMR:
first, although the fourth condition set out in Article 8(4) EUTMR — that is to say that an
earlier sign must confer on its proprietor the right to prohibit the use of a subsequent trade
mark — must be assessed in the light of the criteria set by national law, the BoA’s analysis
does not include any reference to the national law applicable, whether that reference is to
legislation or to the case-law. Secondly, the BoA based its reasoning on the existence of an
earlier company name and an earlier trade name and on a ‘trade mark GUGLER’ belonging
to the EUTM proprietor (who was producing the products that were sold and installed by the
invalidity applicant), which, in its view, prevented the invalidity applicant from acquiring a right
in the name ‘GUGLER’. However, it is not sufficiently clear on what evidence the BoA based
its assessment. Furthermore, the contested decision does not contain any mention of, or
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reference to, the right to the protection of a company name conferred by French law, or, a
fortiori, the conditions laid down by French law, which define the invalidity applicant’s rights
relating to the protection of its company name. The Office’s explanations, according to which
allowing the invalidity applicant to prohibit the use by the EUTM proprietor of the contested
mark in France would have been contrary to Article 34 TFEU, cannot be regarded as
supplementing a statement of reasons, which is already self-sufficient, since they constitute a
completely new statement of reasons. Hence, the BoA infringed the obligation to state
reason imposed upon by Article 75 EUTMR (paras 31 to 62).

44T-590/14; ULTIMATE FIGHTING CHAMPIONSHIP; Judgment of 12 May 2016; Zuffa, LLC
v EUIPO; Language of the case: EN. The applicant sought to register the word sign
ULTIMATE FIGHTING CHAMPIONSHIP for goods in Classes 9, 16, 28 and 41. The Office
rejected the application for all the goods (with the exception of playing cards and computer
game controllers in Class 28). The BoA dismissed the appeal. The applicant filed an
application before the GC for the annulment of the decision of the BoA relying on three pleas
in law: (i) infringement of the obligation to state reasons; (ii) infringement of Article 7(1)(b)
and (c) EUTMR; and (iii) infringement of Article 7(3) EUTMR. Concerning the first plea, the
applicant maintains that, in adopting general reasoning in relation to each class of goods or
services, the BoA did not provide an adequate statement of reasons for the contested
decision. The GC found that the decision was duly motivated. In particular, the finding that all
the goods in Class 9 are data support media that, in conjunction with the contested mark,
would be perceived as containing, involving or relating to the highest, best of most extreme
combat is sufficient to understand the BoAs reasoning for all of the goods in that class. The
same is true for the reasoning in relation to the printed media in Class 16, the toys in
Class 28 and the various forms of shows, entertainment, performances, programs,
productions of recording, news and information in Class 41 (paras 25 to 34). As for the
assessment of the evidence, admittedly the BoA did not take an express view on some of the
exhibits. It did however adopt the findings of the Office, who adopted a general statement of
reasons in which it stated that it had carefully analysed each of the documents provided. The
decision of the BoA was therefore duly motivated (paras 35 to 43).

4#T-454/14; STONE; Judgment of 31 May 2016; Warimex Waren-Import Export Handels-
GmbH v EUIPO; Language of the case: DE. The applicant sought to register figurative mark
STONE as an EUTM for goods and services in Classes 1, 3, 7, 8, 9, 11, 12, 16, 21, 24 and
25. The Office refused the registration of the EUTM application pursuant to Article 7(1)(b)
and (c) EUTMR, as it was found to be descriptive and devoid of distinctive character. The
BoA confirmed this refusal. The EUTM applicant filed an action before the GC, claiming the
infringement of Article 7(1)(b) and (c), Article 75 and Article 76 EUTMR. The GC dismissed
all claims. It emphasised that the examination of the case and the reasoning of the decision
follows the requirements of Articles 75 and 76 EUTMR. The reasoning is specific for different
groups of goods. The alleged infringement of the duty to state the reasons results from a
wrong understanding of the decision (para. 49).

4T-34/15; CHEMPIOIL / CHAMPION; Judgment of 1June 2016; Wolf Oil Corp. v
EUIPO /UAB SCT Lubricants; Language of the case: EN. The applicant obtained the
international registration designating the European Union of the word mark CHEMPIOIL for
goods covering, inter alia, hydraulic and brake fluids (Class 1), cleaning and washing
preparations for oil-soiled engines and other soiled industrial objects (Class 3), lubricants;
fuels, industrial greases and industrial oils (Class 4). An opposition based on the earlier
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figurative mark CHAMPION, also registered for goods in Classes 1, 3 and 4, was filed
pursuant to Article 8(1)(b) EUTMR. The OD partly upheld the opposition. The BoA annulled
the OD’s decision and upheld the appeal. It found that there was no likelihood of confusion
between the marks at issue because the signs were different due, in particular, to the fact
that the earlier mark had a fixed meaning for all the public in the EU, whereas the earlier
mark had no meaning or different ones. The opponent filed an action before the GC relying
on two pleas in law: (i) infringement of Article 75 and Article 76(1) EUTMR; and (ii)
infringement of Article 8(1)(b) EUTMR. The GC dismissed the appeal. Regarding the
infringement of Article 75 and Article 76(1) EUTMR, the GC noted that, in confirming that the
word ‘champion’, which is part of the earlier mark, would be understood by a large majority of
the relevant public, the BoA relied on the one hand, on the arguments submitted by the
intervener during the administrative procedure, which the applicant, moreover, acknowledged
and, on the other, on well-known facts (paras 63 and 64). Therefore, there was no
infringement of Article 75 EUTMR. The BoOA clearly and unequivocally set out the reasoning
which led it to find that the word ‘champion’ would be understood by a large majority of the
relevant public, which enabled, in particular, the applicant to ascertain the reasons for that
conclusion (paras 72 to 75).

4C-309/15 P; real,-/ Real mark et al.; Order of 8 September 2016; Real Express SRL v
EUIPO — MIP METRO Group Intellectual Property GmbH & Co. KG; Language of the case:
EN. The applicant sought to register the figurative mark real,- as an EUTM for goods and
services, amongst others, in Classes 3 and 35. An opposition based on the earlier figurative
marks Real mark and Real lichid, registered for goods and services in Classes 3 and 35,
was filed pursuant to Article 8(1)(b) EUTMR. The OD dismissed the opposition as
unfounded. The BoA dismissed the opponent’s appeal. The opponent filed an action before
the GC who dismissed the appellant’s action as partly inadmissible (for lack of clarity and
coherence and therefore for failure to satisfy the minimum requirements of Article 44(1)(c)
RPGC (1991)) and as partly manifestly unfounded. The opponent filed an action before the
CJEU requesting the annulment of the GC’s order claiming, in substance, an erroneous
application of Article 44(1)(c) RPGC, a violation of the duty to state reasons, violations of
Rule 15(2)(h)(iii), Rule 17(1) and (4) and Rules 19 and 20 EUTMIR as well as of the principle
of legal certainty. The CJ found no distortion made by the GC of the facts of the case which
led the GC to consider that the BoA had not erred in considering that the appellant had not
properly established the change of the name necessary for substantiating its entitlement to
the earlier right on which the opposition was based.

44T-159/15; DEVICE OF A JUMPING ANIMAL/PUMA et al.; Judgment of
9 September 2016; Puma SE v EUIPO; Language of the case: EN. The opponent invoked
Article 8(5) EUTM and provided, for the purpose of substantiating the reputation of its earlier
mark, inter alia (i) references to earlier decisions of the Office recognising the reputation of
the earlier mark (i.e. number and date of decision) and short extracts of these decisions, (ii)
copies of earlier decisions taken by different national offices/courts as well as (i) a — non
translated — market survey. The OD rejected the appeal without examining the reputation for
the opponent’s lack of having established a link between the opposing mark protecting very
different goods specialised machines for treating wood, aluminium and PVC in Class 7 v
goods in Classes 18, 25 and 28 and one of the infringements of Article 8(5) EUTMR. The
BoA dismissed the appeal on the basis of the finding that reputation had not been
established, confirming furthermore in an obiter dictum the OD’s finding as regards the
remaining conditions of Article 8(5) EUTMR. It found, in particular, that (i) the Office’s
previous decisions invoked by the opponent were not binding, (ii) that the national decisions
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were not relevant as it was unclear on which evidence these had been adopted and that (iii)
the non-translated evidence was to be disregarded in application of Rule 19(3) EUTMIR.
Before the GC, the opponent claimed, inter alia, a breach of the principles of legal certainty
and sound administration in that the BoA had (i) rejected the non-translated evidence and (i)
concluded that the earlier mark’s reputation had not been established despite the fact that
the opponent had, in particular, referred to earlier Office decisions recognising such
reputation. The GC upheld the appeal. The GC found in application of the CJ’'s Technopol
judgment (C-51/10 P, paras 74 to 77) that the BoA breached the principle of sound
administration in departing — without giving any reasons in this respect or even mentioning
them (para. 31) — from the Office’s previous (relatively recent) decisions in which the Office
had recognised (on the basis of a detailed analysis of voluminous evidence) the earlier
mark’s high degree of distinctiveness as a result of its long standing and intensive use and
high degree of recognition (paras 20 and 34). This would be all the more the case as the
national decisions invoked by the applicant did confirm the Office’s previous findings as well
as in a recent judgment of the GC (para. 32). The GC refused to accept the BoA’s ‘even if’
reasoning according to which none of the infringements under Article 8(5) EUTMR had been
established even assuming that the earlier mark had reputation (paras 41 to 42) on the
ground that the application of Article 8(5) EUTMR always requires to establish — expressly
— the earlier mark’s exact degree of reputation.

#T-563/15; APOTEKE; Judgment of 13 September 2016; Paglieri Sell System Sp.A v
EUIPO; Language of the case: IT. The EUTM applicant sought to register the figurative mark
APOTEKE for an extensive range of goods in Classes 3, 5, 29 and 30. The examiner
refused the registration of the EUTM application and the BoA confirmed the refusal for all of
the goods. The applicant filed an action before the GC relying on three pleas in law: (i)
infringement of Article 75 EUTMR, (i) infringement of Article 7(1)(c) and (iii) infringement of
Article 7(1)(b) EUTMR. The GC dismissed the appeal. Regarding the first plea in law, it found
that the decision of the BoA was sufficiently reasoned in accordance with the requirements
set out under Article 75 EUTMR (para. 14). The GC recalled the case-law according to which
the Office has in principle to motivate the refusal in relation to each of the relevant goods.
However, a global reasoning is permitted when it refers to goods that show a sufficiently
direct and objective link to the extent that they form a homogeneous category or group
(para. 15). The GC emphasised that the BoA indicated the nature of the connection between
the goods and the mark in a precise manner and gave explicit reasons for its findings in
relation to all of the specified goods (paras 18 and 19).

¢T-574/15; KOZMETIKA AFRODITA / EXOTIC AFRODITA MYSTIC MUSK OIL et al,;
Judgment of 28 September 2016; Kozmetika Afrodita d. 0. 0. v EUIPO; Language of the
case: SL. The applicant sought to register the figurative mark KOZMETIKA AFRODITA as
an EUTM for goods and services in Classes 3, 42 and 44. An opposition based on the earlier
Spanish word mark EXOTIC AFRODITA MYSTIC MUSK OIL, inter alia, and registered for
goods in Class 3, was filed pursuant to Article 8(1)(b) EUTMR. The OD upheld the opposition
in part. The BoA dismissed the appeal. The applicant filed an action before the GC relying on
two pleas in law: (i) a violation of Article 8(1)(b) EUTMR and (ii) a violation of Rule 50(2)(h)
EUTMIR. The GC dismissed the appeal. Duty to state reasons: the GC confirmed that it
was not necessary to compare the remaining earlier mark because the outcome would be
the same since the remaining mark covers the same goods and services and the signs are
less similar than those compare. The principle of the duty to state reasons was not violated
(paras 65 to 67).
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+T-575/15; AFRODITA COSMETICS / EXOTIC AFRODITA MYSTIC MUSK OIL et al;
Judgment of 28 September 2016; Kozmetika Afrodita d. 0. 0. v EUIPO; Language of the
case: SL. The applicant sought to register the figurative mark AFRODITA COSMETICS as
an EUTM for goods and services in Classes 3, 42 and 44. An opposition based on the earlier
Spanish word mark EXOTIC AFRODITA MYSTIC MUSK OIL, inter alia, and registered for
goods in Class 3, was filed pursuant to Article 8(1)(b) EUTMR. The OD upheld the opposition
in part. The BoA dismissed the appeal. The applicant filed an action before the GC relying on
two pleas in law: (i) a violation of Article 8(1)(b) EUTMR and (ii) a violation of Rule 50(2)(h)
EUTMIR. The GC dismissed the appeal. Duty to state reasons: the GC confirmed that it
was not necessary to compare the remaining earlier mark because the outcome would be
the same since the remaining mark covers the same goods and services and the signs are
less similar than those compared. The principle of the duty to state reasons was not violated
(paras 67 to 69).

#T-355/15; ASTEX / ALPEX; Judgment of 30 September 2016; Alpex Pharma SA v EUIPO;
Language of the case: EN. The applicant sought to register the word mark ASTEX as an
EUTM for goods and services in Classes 1, 5, 9, 42 and 44. An opposition was directed
against all services in Class 42. It was based on the earlier word mark ALPEX, registered for
services in Class 42, inter alia, and was filed pursuant to Article 8(1)(b) EUTMR. The OD
rejected the opposition in its entirety. The BoA dismissed the appeal. The applicant filed an
action before the GC relying on four pleas in law. The first two pleas allege infringement of
Article 15 and Article 42(2) EUTMR and of Rule 22(3) and (4) EUTMIR for proof of use and
genuine use. The third plea alleges infringement of Article 75 EUTMR and the fourth plea
alleges infringement of Article 76(1) EUTMR. The GC dismissed the appeal. Obligation to
state reasons: the GC confirmed that the BoA provided reasoning why clinical trials for
obtaining marketing authorisation for pharmaceuticals could not serve as evidence of
provision of services to third parties. Marketing authorisation is merely part of the process of
placing pharmaceuticals on the market. The BoA demonstrated to the required legal
standard the reasons why genuine use for services in Class 42 was not proven (para. 47).

C-537/14 P; SO’BiO etic/S80...? et al.; Judgment of 27 October; Debonair Trading
International Lda v EUIPO; Language of the case: EN.

EUTM application Earlier marks

SO...?
et al

The applicant sought to register the figurative mark represented above for, inter alia, goods
in Classes 3 and 25. An opposition based, inter alia, on the European and UK earlier word
marks SO...?, registered for goods in Classes 3 and 25, was filed pursuant to Article 8(1)(b)
and Article 8(5) EUTMR. The OD dismissed the opposition. The BoA partly upheld the
opponent’s appeal. It found that that there was a likelihood of confusion for the identical and
similar goods and for the dissimilar goods, there was risk of the contested trade mark being
detrimental to the reputation of the earlier marks. The applicant filed an action before the GC
relying on, inter alia, the alleged infringement of Article 8(1)(b) and Article 8(5) EUTMR. The
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GC upheld the appeal. It found that the element ‘SO’, common to both signs, was laudatory.
It found that the BoA erred in finding that that element was dominant in both signs. The GC
concluded that the signs at issue were not similar (para. 91 of the judgment of the GC). The
opponent filed an action before the CJEU seeking the annulment of the GC judgment. The
Office filed a cross-appeal seeking the same relief. The CJ upheld the appeal and the cross-
appeal and annulled the judgment of the GC. Duty to state reasons: in paragraph 87 of the
judgment under appeal the GC stated that a laudatory function of the word ‘so’ exists when it
is accompanied by another word, whereas it might be understood, out of context, as meaning
‘then’, ‘thus’ or ‘therefore’ (implying that it would be not laudatory in such a case). However,
in paragraph 73 of the judgment under appeal, the GC stated that the word ‘so’ has a
laudatory function in the earlier trade marks ‘SO...?" (where it is obviously not accompanied
by any other word). The CJ found a contradiction in the reasoning of the GC; the parties and
the CJ are unable to ascertain whether, in the GC’s analysis, the word element ‘so’ has a
laudatory function only when it is used with another word or also when it is used on its own
(paras 32 to 37). The GC did not comply with its obligation to state reasons, the GC
judgment is set aside and the case is referred back to the GC.

+4C-642/15 P; SHAPE OF AN OVEN; Judgment of 1 December 2016; Toni Klement v
EUIPO; Language of the case: DE. The applicant for cancellation requested the revocation
for non-use of the shape of an oven registered as an EUTM (3D mark) for ovens in Class 11.
The proprietor of the EUTM filed evidence of use which contained the shape of the EUTM
with the additional word element ‘Bullerjan’ on it. The instances in the Office found that the
use requirements had been satisfied and rejected the request for declaration of revocation
for non-use. The applicant for cancellation appealed to the GC alleging infringement of
Article 15(1)(a) EUTMR. The GC concluded that the shape is unusual and is reminiscent of
an engine of an aeroplane rather than an oven. The distinctive character would therefore be
high (para. 38 of the contested judgment) whereas the distinctive character of the term
‘Bullerjan’ is average (para. 40 of the contested judgment). Overall the GC held that the
addition of the term ‘Bullerjan’ would not alter the distinctive character in a way that would
infringe Article 15(1)(a) EUTMR and dismissed the application. The CJ found that the
contested judgment contained a contradictory reasoning in a sensitive point. First of all it
clarified that the question if the reasoning in a judgment is contradictory or insufficient is a
matter of law, which may be brought before the CJ (para. 25). The GC found on one hand
that the shape of the oven would be fanciful and highly distinctive independently of its
functionality. It went on by stating that such conclusion would not be questionable due to the
fact that other producers use very similar shapes, which might be a consequence of the
technical function of the shape (para. 26). The CJ notes that the contested judgment does
not explain why the relevant consumers would consider the shape of the oven as a strong
indicator of its origin for the case in question, whereas a very similar shape used by the
competitors would have a functional nature (para. 27). In the framework of the examination, if
a mark used in the market is still to be considered as use of the mark as registered because
it does not alter the distinctive character of the mark as registered according to
Article 15(1)(a) EUTMR, the distinctive character of the registered mark and in particular its
degree must be assessed previously (para.29). Consequently, the reasoning in the
contested judgment given in an aspect that is relevant for the examination of the conditions
for the application of Article 15(1)(a) EUTMR is not clear and comprehensive (para. 30). For
that reason, the contested judgment is to be annulled and the case referred back to the GC
because the case may not be finally decided yet (paras 32 and 33).
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2.3 Ultra petita

C-280/15; HolzProf; Preliminary ruling of 22 June 2016; Irina Nikolajeva v Multi Protect OU;
Language of the case: ET.

EUTM

HolzProf

The EUTM proprietor was granted the registration of the word mark HolzProf. The
application of that trade mark was filed on 24 April 2010 and then published on 31 May 2010.
The mark was registered on 14 September 2010 and the registration was published on
16 September 2010. On 24 April 2010, the applicant licensed the EUTM application to a third
party for a monthly licensing fee. The EUTM proprietor brought an action against Multi
Protect alleging unlawful use of its trade mark in the period of 3 May 2010 to 28 October
2011, applying for a declaration that an act of infringement had occurred, for damages based
on unjust enrichment, and compensation for non-material harm. The questions referred to
the CJEU:

1. Is an EUTM court required to issue the order provided for in Article 102(1) EUTMR
[prohibiting the acts of infringement], if the applicant does not seek such an order in
his claims and the parties do not allege that the defendant has infringed or threatened
to infringe an EUTM after a specific date in the past, or does failure to make an
application to that effect and to refer to this fact represent a ‘special reason’ within the
meaning of the first sentence of this provision?

2. Is Article 9(3) EUTMR to be interpreted as meaning that the proprietor of an EUTM
may demand only reasonable compensation from a third party on the basis of the
second sentence of Article 9(3) EUTMR for use of a sign identical with the trade mark
in the period from the publication of the application for registration of the trade mark
until the publication of the registration of the trade mark, but not compensation for the
fair market value of what has been gained as a result of the infringement and for
damage, and that there is also no right to reasonable compensation for the period
prior to publication of the application for registration of the trade mark?

3. What type of costs and other forms of compensation are included in reasonable
compensation under Article 9(3) EUTMR, second sentence, and can this also
encompass in certain circumstances (and if so, in which circumstances)
compensation for non-material harm caused to the proprietor of the trade mark?

Findings of CJ: the CJ found that Article 102(1) EUTMR does not preclude an EUTM court
from refraining, pursuant to certain principles of national procedural law, from issuing an
order which prohibits a third party from proceeding with acts of infringement on the ground
that the proprietor of the trade mark concerned has not applied for such an order before that
court. Furthermore, the CJ concluded that the second sentence of Article 9(3) EUTMR must
be interpreted as precluding the proprietor of an EUTM from being able to claim
compensation for acts of third parties occurring before publication of an application for
registration of a trade mark. In the case of acts of third parties committed during the period
after publication of the application for registration of the mark concerned but before
publication of its registration, the concept of ‘reasonable compensation’ in that provision
refers to recovery of the profits actually derived by third parties from use of the mark during
that period and excludes compensation for the wider harm such as, for example, moral
prejudice.
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+4T-548/15; Café del Sol / CAFE DEL SOL et al.; Judgment of 13 December 2016; Ramon
Guiral Broto v EUIPO; Language of the case: EN. The applicant sought to register the word
mark Café del Sol as an EUTM for goods and services in Classes 30, 35, 41, 43 and 45. An
opposition based on earlier figurative marks registered variously for goods and services in
Classes 9, 25, 42 and 43 was filed pursuant to Article 8(1)(a) and (b) EUTMR. The OD partly
upheld the opposition insofar as it related to services for providing of food and drink,
temporary accommodation, outside catering in Class 43. Only one of the earlier marks was
valid and substantiated, namely, Spanish trade mark registration No 2 348 110. The BoA
upheld the applicant’s appeal. It found that the only earlier mark upon which the OD had
based its decision was not substantiated because the translations provided by the opponent
left out indications of the colour of the mark. The BoA also confirmed that the other earlier
marks were either no longer valid at the operative time or that they were not properly
substantiated. Consequently, as all the earlier marks were either invalid or not substantiated,
the opposition was dismissed as unfounded. The opponent filed an action before the GC
relying on three pleas in law: (i) the contested decision is ultra petita; (i) the documents
submitted in order to prove the existence of the earlier mark were sufficiently probative and
(iii) failure to respect the subordinate, instrumental and auxiliary nature of the procedural
rules at issue and the possibility of remedying procedural irregularities. The GC upheld the
appeal. It found that the contested decision was adopted in infringement of the principle that
the parties should be heard and that the contested decision must be annulled owing to
infringement of the applicant’s rights of defence. The crux of the matter is that the BoA found
that the earlier Spanish trade mark was not substantiated because the relevant translations
left out indications of colour. The translation of the registration certificate omitted (i) ‘azul’ and
‘blanco’ (blue and white respectively) in the arrows shown above and (ii) the words ‘y color
azul’ (and coloured blue) in the description field. Ultra petita: it was common ground that the
BoA raised the absence of a translation of the colour claims of its own motion (para. 26). The
opponent complained that, in doing so, the BoA overstepped its appellate function. The GC
held that, in rejecting the opposition on that basis, the BoA did not exceed the scope of the
appeal that had been brought before it (paras 21 to 26). The GC cited the settled principle
that the effect of the appeal before the BoA was that the BoA is called upon to carry out a
new, full examination of the merits of the opposition, in terms of both law and fact (para. 21).
Furthermore, the matters of law put forward before the BoA include any question of law,
which must necessarily be examined for the purpose of assessing the facts, evidence and
arguments relied on by the parties and for the purpose of allowing or dismissing the claims,
even if the parties have not put forward a view on that question and even if the Office has
omitted to rule on that aspect (para. 25). The colour claims for the earlier mark at issue are
amongst the facts which were submitted to the OD for the purpose of assessing whether
there was a likelihood of confusion. They could therefore be taken into account by the BoA
(para. 27). In addition, the obligation to translate those claims into the language of the
proceedings is a matter of law. Compliance with that obligation is necessary in order to
ensure a correct application of the EUTMR in the light of the facts, evidence and arguments
provided by the parties and the relief sought since those claims may affect the assessment of
whether there is a likelihood of confusion between the marks at issue. Furthermore, in the
absence of a translation of those claims, the trade mark applicant may not have been able to
defend itself adequately (para. 28).
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2.4 Other

4T-816/14; REAL HANDCOOKED /real; QUALITY; Judgment of 24 February 2016; Tayto
Group Ltd. v OHIM; Language of the case: EN. Both the OD and the BoA upheld the
opposition. The EUTM applicant filed an action before the GC relying on three pleas in law.
The GC dismissed as inadmissible and/or lacking any basis in fact or in law the first and the
second pleas alleging infringement of general principles and misuse of power and
infringement of Articles 76 and 83 of Regulation 207/2009 (paras 21 to 42).

3. General principles of Union Law

#T-237/15; NANO; Judgment of 22 September 2016; Edward Labowicz v EUIPO, Pure
Fishing, Inc.; Language of the case: EN. The EUTM proprietor was granted the registration of
the figurative mark NANO for a range of goods in Class 28 (in short, fishing equipment). An
application for a declaration of invalidity was filed against the abovementioned mark for all of
the goods. The CD declared the contested mark invalid for all the goods on the basis of
Article 7(1)(b) and (c) EUTMR. The First BoA dismissed the appeal. The EUTM proprietor
filed an application before the GC for the annulment of the decision of the BoA relying on
three pleas in law: (i) infringement of Article 7(1)(c) EUTMR; (ii) infringement of Article 7(1)(b)
EUTMR; and (iii) infringement of Articles 76 and 83 EUTMR and of Articles 6 and 14 of the
Convention for the Protection of Human Rights and Fundamental Freedoms. Article 76
EUTMR and Articles 6 and 14 ECHR: the GC dismissed the claim of the applicant that the
BoA erred in refusing to take into account the NANOFIL decision, which relates to the
distinctive character of the element ‘NANO’ and was based on the same main items of
evidence as those at issue in the present case. The GC found that, firstly, the applicant does
not dispute that the NANOFIL decision was not final at the time when the contested decision
was adopted and that the proceedings had been stayed specifically pending the outcome of
the invalidity proceedings relating to the contested mark. Accordingly, the BoA could decide,
as a precaution, to disregard the NANOFIL decision and the other evidence relating to it as
precedents to be taken into consideration pursuant to the case-law cited above (paras 62 to
69). In the second place, it is, in any event, apparent the BoA’s finding that the contested
mark came within the scope of the ground for refusal set out in Article 7(1)(c) EUTMR is not
marred by error and is, in particular, consistent with the relevant case-law of the GC. For the
same reasons, the applicant cannot rely on the allegedly established decision-making
practice of the Office, the existence of which he has not, moreover, established (paras 71
and 72). In relation to the right to a fair hearing guaranteed by Article 6 of the Articles 6 and
14 ECHR, the GC noted that proceedings before the BoAs are administrative and not judicial
in nature and rejected that claim.

¢C-295/15; ARKTIS; Order of 22 June 2016; Matratzen Concord GmbH v EUIPO; Language
of the case: DE. The applicant before the GC requested the revocation for non-use according
to Article 51(1)(a) EUTMR of the EUTM ARKTIS, registered for goods in Classes 20 and 24.
The CD revoked the mark partially for the goods in Class 20. It found that for the goods in
Class 24 the EUTM had been used. The BoA confirmed the First Instance decision. The GC
examined if the use is to be considered as genuine and stated that the volume of 3 490
pillows and sleeping bags (Class 20) confirms the position of the BoA that this constitutes a
sufficient volume of use and cannot be considered as token use. The claim that the addition
of the term ‘line’ would alter the distinctive character of the sign as used was rejected by the
GC. This expression will also be understood in Germany, where the mark has been used, in
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the sense as product line. The GC also quoted the case-law (case: T-19/99 Companyline;
T-273/10 O-live). The addition is subordinated and the term ‘ARKTIS’ is dominant. The
statement that the mark has been used by another company without consent of the
proprietor was dismissed. The GC confirmed the case-law that from the fact that the
proprietor has the information referring to the use of another company it may be inferred that
such use has been done with its consent. Procedure before the CJ: the CJ applied
Article 181 RPCJ according to which a manifestly inadmissible or manifestly unfounded
appeal may be dismissed by reasoned order (paras 16 and 17). Errors in additional
reasoning: the appellant puts forward that the GC erred when it stated in paragraph 44 that
the appellant failed to contest the consent by the trade mark owner to use the mark by a third
party. The CJ states that this reasoning is just an additional reason. Possible errors in
additional reasoning do not have any impact in the operative part of the judgment and may
not lead to its annulment. In any event, the GC was fully right to uphold the genuine use of
the trade mark. According to constant case-law the proprietor would not be in possession of
the evidence of use by a third party, unless it consented to it. Consequently, the proprietor’s
consent is implicit (paras 32 to 35).

B. Procedure before the EUIPO

1. Admissibility
1.1 Right to appeal, form, deadline

T-277/15; Terraway / TERRAWAY; Order of 26 January 2016; Permapore Ltd. v OHIM;
Language of the case: PT.

EUTM application Earlier mark

TERRAWAY

The applicant sought to register a figurative trade mark for goods in Classes 17 and 27
(represented above). An opposition based on Article 8(1)(a) and (b) EUTMR, was filed for
part of the goods, namely those in Class 19, based on the earlier Portuguese and
international trade mark TERRAWAY. On the 23/07/2014, the OD partly upheld the
opposition as it found that there was a likelihood of confusion with the earlier mark for some
goods of Class 19. The applicant filed the notice of appeal on the 23/09/2014, but did not pay
the appeal fee at that time. The appeal fee was paid later on the 20/11/2014, when the
applicant filed the written statements setting out the grounds of the appeal. The BoA found
that the appeal had not been filed since the appeal fee had been paid outside the time limit,
infringing Article 60 EUTMR and Rule 49(3) EUTMIR. The applicant filed an action before the
GC. The GC referred to Article 60 EUTMR, which states that the notice for appeal should be
filed within 2 months after the notification of the decision and the written statement setting out
the grounds of the appeal must be filed within 4 months after the notification (para. 21).
Rule 49(3) EUTMIR states that if the appeal fee is paid after the limit established in
Article 60 EUTMR, the appeal should be deemed as not filed and the appeal fee will be
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refunded to the applicant (para. 22). The GC stated that the appeal fee has to be paid within
the time limit of 2 months established to file the notice of appeal in order for it to be deemed
as filed, and not within the 4-month time limit to present the written statements of the appeal
(para. 23). The GC further mentioned that the respect for the procedural time limits is of a
public order nature and therefore, any other interpretation that lacks uniformity would harm
legal certainty (para.24). The GC dismissed the appeal as manifestly inadmissible
(para. 27).

+4T-247/14; STICK MiniMINI Fratelli Beretta 1812 GLI ORIGINALI / MINI WINI; Judgment
of 4 February 2016; Meica Ammerlandische Fleischwarenfabrik Fritz Meinen GmbH & Co.
KG v OHIM; Language of the case: EN. ‘Requests’ pursuant to Article 8(3) RPBoA should
not be interpreted as consisting only of requests for proof of use, suspension or an oral
hearing, as the wording of the provision makes no mention of this. Indeed, pursuant to
Article 8(3) RPBOA, it is possible for the respondent before the BoA to seek a decision
annulling or altering the contested decision on a point not raised in the appeal, this right not
being limited to the pleas in law already raised by the appellant. However, such a possibility
is limited to responses in inter partes proceedings. That is why the respondent’s submissions
are to cease to have effect should the appellant discontinue the proceedings before the BoA.
Thus separate proceedings pursuant to Article 60 EUTMR are the only legal remedy by
which it is certain that the appellant’s objections may be asserted. It follows that the two
provisions differ and that the conditions laid down in Article 60 EUTMR do not apply to
submissions pursuant to Article 8(3) RPBoA. Consequently, the BoA erred when it rejected
as inadmissible the opponent’s submissions seeking for an alteration of the decision of the
OD because of the opponent’s failure to comply with the time limit or pay the fee for appeal
provided for in Article 60 EUTMR. Those submissions were indeed admissible under
Article 8(3) RPBoA (paras 17 to 28).

T-703/15; GO SPORT / GO; Judgment of 6 December 2016; Groupe Go Sport v EUIPO;
Language of the case: EN.

EUTM application Earlier mark
GO SPORT GO

The applicant filed an appeal against the decision of the OD, using the Office’s eComm
system. On 19 May 2015, the applicant sent two electronic communications to the Office
relating to the filing of the statement setting out the grounds of appeal. On 26 May 2015, the
Office sent the applicant a letter informing it that its appeal was likely to be declared
inadmissible because no statement of grounds of appeal had been filed, as only two cover
sheets dated 19 May 2015, with no attachments, had been filed. On 18 June 2015, the
applicant submitted its observations in reply to the letter of the Office of 26 May 2015 and
attached a copy of a statement of grounds of appeal as well as English translations of two
Office decisions. The BoA declared the appeal inadmissible. It was unable to conclude that a
statement of grounds of appeal had been, or should be considered to have been, received
within the set time limit and that the Office did not have any solid and objective evidence that
the applicant had sent it any attachments with its communications of 19 May 2015. The BoA
concluded that the applicant had failed to comply with Article 60 EUTMR. The applicant filed
an action before the GC relying on a single plea in law, namely infringement of Article 60
EUTMR and Rule 49(1) EUTMIR by wrongly rejecting the appeal of the applicant. The GC
dismissed the action. The applicant did not prove that the Office did not receive the
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statement of grounds due to a technical failure of the Office’s system (paras 34 to 47). When
using the electronic communication system, the fact that there was no mention of there being
no attachments was not such as to allow the applicant to take the view that attachments had
been added to the message (para. 52). The applicant’s argument that by filing the statement
of grounds in good faith after the deadline expired cannot be accepted either (paras 55 to
74).

1.2 New facts, arguments, grounds or evidence

¢T-335/14; DoggiS / DoggiS et al.; Judgment of 28 January 2016; José-Manuel Davo Lledo
v OHIM; Language of the case: ES. The EUTM proprietor was granted the registration of the
figurative sign DoggiS as an EUTM for goods and services within Classes 29, 30 and 43. An
application for invalidity was filed pursuant to Article 52(1)(b) EUTMR, based, inter alia, on
the ownership of several earlier Brazilian, Chilean, Peruvian and Uruguayan figurative marks
DoggiS, registered for goods in Classes 16, 25, 28, 29, 30, 32, 38, 39, 42, 43 and 60. The
invalidity applicants alleged that the EUTM proprietor was acting in bad faith when applying
for the contested mark and that the proprietor was aware of the existence of the earlier
marks and the activities of the applicants at the time of filing. The CD rejected the application
for a declaration of invalidity in its entirety. The BoA upheld the appeal, annulled the decision
of the CD and declared the registration of the contested mark invalid. The invalidity
applicants filed an action before the GC relying on two pleas in law: i) infringement of
Article 76 EUTMR; ii) infringement of Article 52(1)(b) EUTMR. The GC rejected the first plea
emphasising that the evidence adduced for the first time before the BoA by the invalidity
applicants was actually relevant for the outcome of the dispute (para. 39) and that in fact
such late production was mainly intended to address the CD’s finding that they had not
furnished sufficient proof (para. 38). The BoA was able to exercise its discretion objectively.

+T-169/13; MOTO B /B MOTOBI et al.; Judgment of 2 February 2016; Benelli Q.J. Srl v
OHIM; Language of the case: EN. The EUTM applicant sought to register the figurative mark
MOTO B as an EUTM for goods in Classes 9, 12 and 25. An opposition in respect of these
goods, based on the earlier Italian non-registered mark B MOTOBI, among others, was filed
on the grounds of, inter alia, Article 8(2)(c) EUTMR. The OD dismissed the opposition. The
opponent appealed the decision before the BoA. The BoA dismissed the appeal. The
opponent filed an application before the GC for the annulment of the decision of the BoA.
The GC found that contrary to the BoA’s conclusions based on the interpretation of
Rules 19(4) and 20(1) EUTMIR, it results from the wording of Article 76(2) EUTMR that the
Office is not prohibited from taking account of facts and evidence that are submitted or
produced late, but has discretion in this respect. It is clear however that the BoA also
examined the relevance of all the material produced by the opponent, so that the latter
cannot claim that the documents it submitted had not been regarded as additional evidence
within the meaning of Rule 50(1) EUTMIR (paras 37 to 51).

¢T-171/13; MOTOBI B PESARO; Judgment of 2 February 2016; Benelli Q.J. Srl v OHIM,;
Language of the case: EN. In 2001 The EUTM proprietor registered the figurative mark
MOTOBI PESARO B as an EUTM for goods in Classes 9, 12 and 25. In 2009, an application
for revocation of the EUTM for these goods was filed on the grounds of Article 51(1)(a)
EUTMR. The CD revoked the EUTM. The BoA dismissed the appeal. The EUTM proprietor
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filed an application before the GC for the alteration or annulment of the decision of the BoA.
The GC held, that as for goods falling within Classes 9 and 25, it is apparent from the various
language versions that the additional or supplementary facts or evidence (Article 50(1) and
Article 76(2) EUTMR), must supplement facts or evidence already submitted. In the present
case, the evidence filed before the CD relating to the Class 25 clothing items was obviously
irrelevant since it did not concern the trade mark at issue, the figurative aspects shown being
moreover scarcely legible, and no evidence at all had been submitted as regards the Class 9
goods, with the result that the evidence produced for the first time before the BoA had to be
declared inadmissible (paras 35 to 62).

#T-322/14 and T-325/14 (joined cases); mobile.de / mobile; Judgments of 12 May 2016;
mobile.international GmbH v EUIPO; Language of the cases: DE. The owner of the earlier
figurative Bulgarian trade mark mobile (Classes 35 and 42) filed a request for invalidity
against the EUTMs mobile.de (word mark/figurative mark, Class 35 et al.) pursuant to
Article 53(1)(a) in conjunction with Article 8(1)(b) EUTMR. Upon request from the EUTM
proprietor, the invalidity applicant provided evidence of genuine use of its mark. The CD
rejected the invalidity request in its entirety as it deemed genuine use of the earlier mark not
proven, particularly regarding the extent of use. The invalidity applicant, before the BoA filed
further evidence of use (81 invoices). The BoA considered the further evidence as
‘additional’, took it into account and accepted genuine use of the earlier mark for advertising
in connection with vehicles. Consequently, the BoA annulled the CD decision and referred
the case back to CD for further examination as regards likelihood of confusion. The EUTM
proprietor filed an application before the GC, requesting the annulment of the BoA’s decision.
It raised a total of seven pleas in law, amongst which the following: i) The evidence filed
before the BoA was not ‘additional’, but ‘new’ (Rule 22(2)/Rule 40(6) EUTMIR); ii) The BoA
misapplied its discretion to take into account the further evidence (Article 76(2) EUTMR); iii)
The BoA should have examined whether the ‘Declarations’ the invalidity applicant submitted
— amongst others — for proving genuine use, have a ‘similar effect under National
(Bulgarian) law’ as sworn/affirmed statements (Article 78(1)(f) EUTMR); iv) The use of the
earlier mark alters the distinctive character of the registration (Article 15(1)(a) EUTMR).
Concerning i) and (i) as regards the claimed violation of Rule 22(2) EUTMIR the GC
reiterated its position — taken in C-610/11 ‘Centrotherm’ — that this Rule must be read as
not precluding the invalidity applicant to submit relevant proof of use (POU) evidence, which
is not completely new, but rather ‘additional’, supplementing the evidence already submitted
before the CD. The Office has discretion (Article 76(2) EUTMR) to take belated evidence into
account, if it is, prima facie, of real relevance for the outcome of the case and the
circumstances do not speak against it (paras 23 to 30). In the present case, the invoices
submitted for the first time before the BoA complement the (untranslated) lists of invoices
submitted before the CD. The reference numbers of the invoices do — in their majority —
appear in the lists and, thus, clarify the lists’ content. The particular circumstances of the
case do not speak against taking into account the belated evidence. In light of a vast amount
of evidence submitted before CD, it cannot be inferred that the invalidity applicant applied
delaying tactics (paras 31 to 44).

44T-567/14; GROUP Company TOURISM & TRAVEL / GROUP Company TOURISM &
TRAVEL; Judgment of 29 June 2016; Group OOD v EUIPO and Kosta Lliev; Language of
the case: BG. The applicant, sought to register the figurative trade mark GROUP Company
TOURISM & TRAVEL for goods and services in Classes 35, 39 and 43. An opposition based
on a non-registered figurative mark used in Bulgaria, Czech Republic, Hungary, Poland and
Slovakia for services in Class 39 was filed pursuant to Article 41 EUTMR. The OD dismissed
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the opposition insofar as the opponent had not provided any evidence of the applicable
national law on which it was relying and under which the use of the mark sought might have
been prohibited in the Member States concerned (para. 8). The BoA dismissed the appeal. It
found that in the opposition proceedings the opponent had failed to make out proof of which
national law was applicable. The opponent filed an action before the GC claiming the
infringement of Article 8(4) EUTMR, Article 76(1) and (2) EUTMR. The GC annulled the
decision of the BoA. The GC held that the particulars of the national legislation supplemented
the initial evidence, which concerned the use in the course of trade of an unregistered sign,
both sets of evidence being regarded altogether as ‘one piece of evidence proving the
acquisition, permanence and the scope of the protection of an earlier right’ (para. 38). The
BoA could therefore not rule out the admissibility of the content of the national law, submitted
for the first time before it, without exercising its discretion under Article 76(2) EUTMR
(paras 53 to 58). The GC also annulled the BoA’s decision in that the BoA had required the
particulars of the national law to be submitted in the form of a document having an official
source, drafted in its original language, together with a translation in the language of the
proceedings. According to the GC, the production of the content of the national law is not
subject to compliance with any specific formality. The mere citation of the national law in the
notice of opposition and in the language of the proceedings satisfies the formal requirements
set out under Rule 19(2)(d) EUTMIR. The Office must verify that the information provided by
the parties regarding the content of the national legislation relied on is correct (paras 69 to 70
and 77 to 81). Furthermore, the GC stated that the BoA did err in concluding that the national
provision, namely Article 12(6) of the Law on trade marks and geographical indications,
applied only to well-known marks (para. 63). By examining the national law of its own motion,
the BoA drew incorrect conclusions as to their content, thereby, infringing the obligation to
make findings of its own motion and to apply strictly the law of the Member States, laid down
in Article 76(1) EUTMR (para. 64). As a consequence, the BoA, on the one hand, failed to
ascertain the relevance of the evidence about national law adduced by the applicant and, on
the other hand, it disregarded the evidence, referring to a source of information that turned
out to be inaccurate (para. 80).

+C-597/14 P; Bugui va/BUGUI et al.; Judgment of 21 July 2016; Xavier Grau Ferrer v
EUIPO; Language of the case: ES. The applicant sought to register the figurative mark
Bugui va as an EUTM for goods and services in Classes 31, 35 and 39. An opposition
based on earlier figurative marks registered for goods and services in Classes 31, 32 and 39
was filed pursuant to Article 8(1)(b) EUTMR. The OD partly upheld the opposition insofar as
some of the contested goods in Class 31 and on the basis of the sole mark that had been
substantiated, that is, the EUTM. The BoA upheld the applicant’s appeal and dismissed the
opponent’s appeal. It confirmed that the existence of the earlier Spanish mark has not been
proven and that the submitted documents did not prove genuine use of the earlier trade mark
as registered. Thus, the opposition was rejected in its entirety. The opponent filed an action
before the GC relying on three pleas in law: infringement of Article 75 and Article 76(2)
EUTMR and Rule 50 EUTMIR; the genuine use of the earlier trade mark; and infringement of
Article 8(1)(b) EUTMR. The GC dismissed the action. It found that the Office failed to
exercise its discretion or to give reasons for its refusal to take account of the earlier Spanish
mark and that the submitted documents proved genuine use of the marks. The GC annulled
BoA decision. The Office filed an action before the CJEU. The CJ dismissed the appeal. The
GC held essentially that the BoA had discretion and had an obligation to give reasons for its
refusal without distinguishing between ‘additional’ evidence and ‘supplementary’ evidence
(para. 21). The CJ recalls that where there is divergence between the various language
versions of an EU legislative text, as it happens concerning the wording of Rule 50(1), third
paragraph, of the EUTMIR, the provision in question must be interpreted by reference to the

35


http://sharedox.prod.oami.eu/share/page/document-details?nodeRef=workspace://SpacesStore/e2e9415e-f9b0-4b38-a811-3b3212f5473a

* * %

<@ EVIPO

% e EUROPEAN UNION
* INTELLECTUAL PROPERTY OFFICE

purpose and general scheme of the rules of which it forms part (paras 23 to 24). The CJ
confirmed that Article 76(2) EUTMR should be interpreted in relation to proof of the
existence, validity and scope of protection of a trade mark as it has been interpreted in
relation to proof of use, since that provision contains a rule which applies horizontally within
the scheme of that regulation, inasmuch as it applies irrespective of the nature of the
proceedings concerned. As a consequence, Rule 50 EUTMIR cannot be interpreted as
meaning that it extends the discretion of the BoAs to new evidence. Thus, the GC erred in
law by holding that the BoA had failed to exercise the discretion conferred on it to decide
whether or not it was appropriate to take additional evidence into consideration (paras 25 to
28). However, since the BoA rejected the evidence at issue without examining whether it
could be regarded as being ‘supplementary’, by failing to undertake that examination, it
infringed Article 76(2) EUTMR as the GC held. Consequently, the appeal is dismissed in its
entirety.

4T-400/15; CITRUS SATURDAY / CITRUS; Judgment of 28 September 2016; Ana Isabel
Pinto Eliseu Baptista Lopes Canhoto v EUIPO; Language of the case: EN. The applicant
sought to register the word mark CITRUS SATURDAY as an EUTM for goods in, inter alia,
Class 25. An opposition based on the earlier word mark CITRUS registered for goods in
Class 25, was filed pursuant to Article 8(1)(b) EUTMR. The OD dismissed the opposition as
unsubstantiated as the opponent had not submitted a translation of the certificate of
registration of the earlier mark into the language of the proceedings within the period
prescribed for that purpose. The translation reached the Office on 21 May 2014 although the
time limit expired on 12 May 2014. The BoA dismissed the opponent’s appeal. It found that
the OD had correctly rejected the opposition as unfounded pursuant to Rule 20(1) EUTMIR.
The opponent filed an action before the GC relying on two pleas in law: (i) infringement of
Rules 19 and 20 EUTMIR and of Article 76 EUTMR and (ii) infringement of Article 21,
Article 41(1) and Article 47 of the Charter of Fundamental Rights of the European Union and
of Article 18 TFEU. Regarding the infringement of Rules 19 and 20 EUTMIR and of
Article 76 EUTMR: the opponent argued that the translations in question, that is, certificate
of registration of the earlier mark should have been regarded as admissible evidence, given
that (i) they had been sent before the expiry of that period, (ii) the context in which they had
been submitted [a delay on the part of the postal services] justified the delay in their being
received by the Office and (iii) the BoA should, in any event, have proceeded to examine
those documents of its own motion pursuant to Article 76 EUTMR. Firstly, the GC found that
the fact that the translations were sent within the prescribed period, is irrelevant, given that
only the receipt of those documents by the Office is to be taken into account (para. 22). The
interpretation that it is the date on which a document is filed with the Office which is to be
taken into account is consistent with the general scheme of the EUTMR and EUTMIR
(para. 25). Secondly, the submission of facts and evidence by the parties in relation to
substantiation remains possible after the expiry of the relevant time limits under EUTMR and
the Office is in no way prohibited from taking account of facts and evidence that are
submitted late (paras 29 to 30). Nevertheless, where an opposition is based on an earlier
national registered trade mark, the evidence of the existence, validity and scope of protection
of that mark which must be submitted during the opposition proceedings is set out precisely
and exhaustively in Rule 19(2)(a)(ii)) and Rule 19(3) EUTMIR, so that an opponent is in a
position to be aware of the specific documents which it must produce in support of that
opposition. Consequently, the BoA must, in those circumstances, exercise its discretion
restrictively and may allow the late submission of such documents only if the surrounding
circumstances are likely to justify the delay that has occurred in the submission of proof
(para. 33). The circumstances surrounding the late receipt of the documents in question —
even considering postal delays — did not constitute a legitimate reason capable of justifying
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the submission of the documents after the expiry of the period prescribed for that purpose. In
particular, the circumstances did not constitute exceptional circumstances capable of
interrupting or disrupting the proper functioning of the Office for the purposes of Rule 72
EUTMIR (para. 34). Thirdly, as regards the opponent’s assertion that the BoA infringed
Article 76(1) EUTMR by refusing to examine the facts of its own motion. In that regard, it is
sufficient to note that it is apparent from that provision that the obligation for the Office to
examine facts of its own motion is restricted to relevant facts that could lead to it applying
absolute grounds for refusal to the examination of an EUTM application carried out by the
examiners and, on appeal, by the BoA during the procedure for the registration of that mark.
However, in the context of opposition proceedings, it is for the proprietor of the earlier trade
mark to prove the existence, validity and scope of protection of that mark (para. 38). In any
event, it should be borne in mind that the opponent also had the possibility of sending the
Office the proof in question by personal delivery, by fax or by any other means, including
electronically, so that an alleged discrimination on grounds of nationality, connected with the
delivery times for communications sent by post, is excluded (para. 52).

¢T-476/15; FITNESS; Judgment of 28 September 2016; European Food S.A. v EUIPO;
Language of the case: EN. The cancellation applicant sought to invalidate the EUTM
registration of the word mark FITNESS in relation to all the registered goods in Classes 29,
30 and 32 on the basis of Article 7(1)(b) and (c) EUTMR in conjunction with Article 52(1)(a)
EUTMR. The CD dismissed the application for invalidity since the applicant failed to prove
the descriptive and non-distinctive character of the mark at the relevant point in time. The
BoA dismissed the appeal and disregarded the evidence filed for the first time before the
BoA since it was belated and new (for the first time it related to the relevant point in time);
therefore it was not considered as complementary evidence. The applicant filed an action
before the GC relying on three pleas in law, (i) an infringement of Article 76 EUTMR, read in
conjunction with Rule 37(b)(iv) and Rule 50(1) EUTMIR, (ii) an infringement of Article 7(1)(b)
EUTMR and (iii) an infringement of Article 7(1)(c) EUTMR. The applicant claimed, inter alia,
that (i) the Office should have carried out an examination of its own motion and should have
taken into consideration the evidence filed for the first time before the BoA, (ii) Rule 37(b)(iv)
EUTMIR does not preclude the applicant for a declaration of invalidity filing additional
evidence before the BoA and (iii) the third subparagraph of Rule 50(1) EUTMIR clearly refers
to opposition and not to invalidity proceedings. Belated evidence: the GC confirmed that
contrary to what the applicant claimed, in the invalidity proceedings, the BoA is not required
to examine of its own motion the relevant facts which might have led it to apply the absolute
grounds for refusal (para. 49). However, it is in no way apparent from Rule 37(b)(iv) EUTMIR
that the BoA is required to regard any evidence submitted after the filing of the application for
a declaration of invalidity, either before the CD or before the BoA as belated. That rule states
merely that the application for a declaration of invalidity must include the evidence on which it
is based (para. 55). Neither EUTMR nor EUTMIR contain any provisions setting a time limit
for the production of evidence in relation to an application for a declaration of invalidity based
on an absolute ground for refusal (para. 56). Article 76 EUTMR read in conjunction with
Rule 37(b)(iv) EUTMIR does not imply that evidence submitted for the first time before the
BoA must be regarded as belated in invalidity proceedings based on an absolute ground for
refusal (para. 58). Contrary to the position of the Office, the third subparagraph of Rule 50(1)
EUTMIR should not have been applied by analogy by the BoA for two reasons. First, the
relevant provision expressly refers to appeal proceedings against a decision of the OD and
not to appeal proceedings against a decision of the CD concerning an absolute ground for
refusal. The wording of the provision reflects the express intention of the EU legislature
(paras 61 to 62). Second, the nature and purpose of invalidity proceedings based on
absolute grounds for refusal do not permit the application by analogy of the third
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subparagraph of Rule 50(1) EUTMIR to an appeal against a decision of the CD concerning
an absolute ground for refusal. To apply this provision by analogy would run counter to the
public interest pursued by the absolute grounds for refusal, and therefore it was wrong to
invoke that provision (paras 64 to 65). From the above, the GC found that the BoA erred in
holding that the evidence produced before the BoA for the first time was not to be taken into
consideration because of its late submission (para.66). The GC noted that it is not
inconceivable that the evidence wrongly refused by the BoA may be such as to modify the
substance of the contested decision and that it is not for the GC to replace the Office in
assessing the evidence in question (para. 68). The GC upheld the appeal under the first plea
in law and stated that there was no need to rule on the second and third pleas in law.

¢T-67/15; POLO CLUB SAINT-TROPEZ HARAS DE GASSIN/BEVERLY HILLS POLO
CLUB et al.; Judgment of 10 November 2016; Polo Club, established in Gassin (France) v
EUIPO; Language of the case: EN. The applicant sought to register the figurative mark
POLO CLUB SAINT-TROPEZ HARAS DE GASSIN as an EUTM for goods and services,
inter alia, in Classes 3 and 41. An opposition based on, inter alia, an earlier EU figurative
mark, registered for goods and services, inter alia, in Classes 3 and 41, was filed pursuant to
Article 8(1)(b) EUTMR. The opponent opposed all goods and services and claimed
enhanced distinctiveness for the earlier marks. The OD dismissed the opposition in its
entirety finding that there was no likelihood of confusion. The OD refused to take into account
additional evidence of enhanced distinctiveness filed by the opponent in reply to the request
for proof of use of the earlier marks because it was filed outside the time limit to substantiate
the opposition. The OD then found insufficient evidence to demonstrate that the earlier marks
had enhanced distinctive character as a result of use. In the absence of sufficient admissible
evidence to establish enhanced distinctive character, the signs at issue were insufficiently
similar to find that there was a likelihood of confusion, even if the goods and services
concerned were identical. The BoA annulled the decision of the OD. It allowed the opposition
insofar as it is directed against goods and services in Classes 3 and 41 and remitted the
case to the OD as to the remainder. The BoA found that the OD could not rely on the mere
failure to observe the time limit as a ground for refusing to take the additional evidence on
enhanced distinctiveness into account and noted that it would be artificial and over formalistic
to divide the whole body of evidence into the evidence that is admissible only for the purpose
of showing genuine use of the earlier mark but is then ignored for the purpose of assessing
the enhanced distinctive character of the earlier mark. The BoA accepted the additional
evidence. The opponent filed an action before the GC relying on two pleas in law alleging (i)
an infringement of Article 8(1)(b) EUTMR and (i) infringement of the procedural rules
governing opposition proceedings relating to the BoA’s acceptance of belated evidence
relating to enhanced distinctiveness of the earlier mark. The GC dismissed the appeal. It
found that there was a likelihood of confusion for the goods and services in Classes 3 and 41
under Article 8(1)(b) EUTMR. As regards the second plea, the GC cited case-law
establishing that Article 76(2) EUTMR grants the Office broad discretion to decide, while
giving reasons for its decision in that regard, whether or not to take belated evidence into
account (para. 99). It held that Rule 20(1) EUTMIR does not constitute a provision to the
contrary, within the meaning of said case-law, precluding the Office from using its discretion
under Article 76(2) EUTMR for the purposes of taking into account facts and evidence relied
on or produced late (para. 100). The GC found that the BoA had been incorrect to find that
the discretion in question stemmed from the third subparagraph of Rule 50(1) EUTMIR
because the latter does not apply to the OD (para. 101). Nevertheless, considering that
Rule 20(1) EUTMIR does not constitute a ‘provision to the contrary’, the BoA was entitled to
consider the belated evidence especially considering the following: The opponent had proven
the existence, validity and scope of the earlier marks’ protection within the substantiation
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period (para. 103); the opponent had filed evidence on the highly distinctive character of the
earlier marks within the time limit initially set. Consequently, the evidence submitted outside
that time limit was additional evidence that complemented evidence already filed (para. 105);
it is apparent from the case-law that, where a party disputes evidence filed by another party
within a time limit, this can justify production of additional complementary evidence
(para. 106); the material produced late is, on the face of it, likely to be genuinely relevant to
the outcome of the opposition and the stage of the proceedings at which that late submission
takes place and the circumstances surrounding it do not argue against such matters being
taken into account (paras 108 to 114); as to the lack of an explanation as to why the
opponent was unable to submit the evidence in question at an earlier stage of the
proceedings, even if the lack of such an explanation were relevant to the production of
additional evidence concerning the enhanced distinctive character of the earlier marks — not
the existence, validity and scope of their protection — it is sufficient to note that the
intervener produced that evidence at the first opportunity open to it in order to respond to the
applicant’s criticisms of the initial evidence. In light of the foregoing considerations, the
second plea was also rejected.

¢T-769/15; Dolokorn /DOLOPUR; Judgment of 24 November 2016; SeNaPro Gmbh v
EUIPO; Language of the case: DE. The applicant sought to register the word mark Dolokorn
as an EUTM for goods in Class 1, among which manures; fertilisers for soil and Inorganic
fertilisers. An opposition based on the earlier trade mark DOLOPUR, registered for goods
and services in Classes 1, 3, 5, 19 and 40 was filed pursuant to Article 8(1)(b) EUTMR. The
OD upheld the opposition insofar as the signs were considered to be similar and the goods
identical. The BoA dismissed the applicant’s appeal. It did not take into account the
applicant’s argument, according to which the prefix ‘DOLO’ would make express reference to
‘dolomite’ rock, on the ground that it had been put forward for the first time right before the
BoA. The applicant filed an action before the GC relying on a single plea in law: infringement
of Article 75 and Article 76(1) and (2) EUTMR. The GC dismissed the appeal. The GC found
that the applicant was substantially claiming an infringement of Article 8(1)(b) EUTMR
(para. 14). In light of the two hypotheses taken into account by the BoA, the GC concluded
that rightly the signs in conflict have been considered similar, regardless how the term
‘DOLO’ will be understood by the public. On the other side, the GC stated that the BoA
wrongly ignored the new argument concerning the meaning of the term ‘DOLO’, which the
applicant put forward for the first time within the appeal (para. 25). Nevertheless, the GC
concluded that even if the BoA had accepted and taken into account that argument, its final
decision on the existence of the likelihood of confusion would have not been different
(para. 26).

2. Essential procedural requirements

2.1 Right to be heard

¢T-240/15; SHAPE OF A BAR WITH FOUR CIRCLES (3D MARK); Judgment of 1 June
2016; Grupo Bimbo, S.A.B. v EUIPO; Language of the case: ES. The applicant sought to
register the shape of a bar with four circles as a three-dimensional mark for goods in
Classes 5, 29 and 30. The Office refused the registration of the EUTM application for all of
the goods pursuant to Article 7(1)(b) EUTMR. The BoA dismissed the appeal. The BoA
considered that the mark applied for was not substantially different from certain basic forms
of those products but was rather a variant of them or which had a utilitarian function. The
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applicant filed an action before the GC claiming an infringement of Article 7(1)(b) EUTMR, a
violation of its right of defence and an infringement of the obligation to state reasons. The
action was dismissed in its entirety by the GC. The GC did not find any evidence of an
infringement of the right of defence (paras 62 to 63).

44T-549/15; CAFE DEL SOL / Café del Sol et al.; Judgment of 13 December 2016; Ramén
Guiral Broto v EUIPO; Language of the case: EN. The applicant sought to register the
figurative mark CAFE DEL SOL as an EUTM for goods and services in Classes 30, 35, 41,
42, 43 and 45. An opposition based, among others, on the earlier figurative mark
represented above, registered for various goods and services in Classes 9, 25, 42 and 43
was filed pursuant to Article 8(1)(a) and (b) EUTMR. The OD partly upheld the opposition
insofar as it related to services for providing of food and drink, temporary accommodation,
outside catering in Class 43. Only one of the earlier marks was valid and substantiated,
namely, Spanish trade mark registration No 2 348 110. The BoA upheld the applicant’s
appeal. It found that the only earlier mark upon which the OD had based its decision was not
substantiated because the translations provided by the opponent left out indications of the
colour of the mark. The BoA also confirmed that the other earlier marks were either no longer
valid at the operative time or that they were not properly substantiated. Consequently, as all
the earlier marks were either invalid or not substantiated, the opposition was dismissed as
unfounded. The opponent filed an action before the GC relying on three pleas in law: (i) the
contested decision is ultra petita; (ii) the documents submitted in order to prove the existence
of the earlier mark were sufficiently probative and (iii) failure to respect the subordinate,
instrumental and auxiliary nature of the procedural rules at issue and the possibility of
remedying procedural irregularities. The GC upheld the appeal. It found that the contested
decision was adopted in infringement of the principle that the parties should be heard and
that the contested decision must be annulled owing to infringement of the applicant’s rights of
defence. The crux of the matter is that the BoA found that the earlier Spanish trade mark was
not substantiated because the relevant translations left out indications of colour. The
translation of the registration certificate omitted (i) ‘azul’ and ‘blanco’ (blue and white
respectively) in the arrows shown above and (ii) the words ‘y color azul’ (and coloured blue)
in the description field. Audiatur et altera pars (audi alteram partem): the second sentence of
Article 75 EUTMR provides that decisions of the Office are to be based only on reasons or
evidence on which the parties concerned have had an opportunity to present their
comments. It was not disputed that the BoA declared the opposition unfounded pursuant to
Rule 19 and Rule 20(1) EUTMIR without having heard the opponent on the incompleteness
of the translation. The fact that the opponent was not heard on that issue constitutes a
procedural irregularity (para. 31). The latter procedural irregularity constitutes an
infringement of the rights of defence only provided that the failure to take into account the
view of an interested party has had a concrete effect on the ability of that party to defend
himself (para. 32). In the present case, considering the BoA’s discretion to admit evidence
not presented within the time limits, if the opponent had been heard on the absence of a
translation of the indications of colour for his earlier mark, he would have submitted a
translation of those indications, which might have been accepted by the BoA and might
therefore have led to the opposition proceedings resulting in a different outcome (para. 39).
Consequently, the contested decision was adopted in infringement of the principle that the
parties should be heard (para. 40). As regards the other heads of claim that the GC should
declare or order the opposition admissible, confirm the decision of the OD and allow the
evidence submitted in the course of the administrative proceedings, in view of the BoA’s
infringement of the opponent’s rights of defence, the GC is not in a position to determine, on
the basis of the matters of fact and of law as established, what decision the BoA was
required to take. Consequently, those heads of claim must be rejected.
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2.2 Adequate reasoning

+T-687/14; AFRICAN SIMBA / SIMBA et al.; Judgment of 28 January 2016; Novomatic AG,
v OHIM; Language of the case: DE. The EUTM applicant sought to register a figurative mark
with the verbal elements ‘AFRICAN SIMBA'’ for goods in Class 28. The opponent based its
opposition, inter alia, on Article 8(1)(b) EUTMR using, inter alia, an earlier German figurative
mark registered for goods in Class 28. The opposition was directed against all the goods
covered by the EUTM application. The OD upheld the opposition. The BoA dismissed the
applicant’s appeal, finding that there was a likelihood of confusion, taking into account, the
identity of the goods and the similarity between the signs. The applicant appealed to the GC,
putting forward two pleas in law: (i) an alleged infringement of Article 75 EUTMR and (ii) an
alleged infringement of Article 8(1)(b) EUTMR. Infringement of Article 75 EUTMR:
concerning the duty to state reasons, the GC confirms the constant case-law that the reason
behind this procedural requirement lies in two main aspects. One is to explain to the parties
the reasons for the decision and the measure taken in it and secondly to enable the control
of legality by the higher instances (para.21). However, lack of reasoning has to be
distinguished from wrong reasoning. A wrong reasoning is not equivalent to the lack of any
reasoning and does not lead automatically to the annulment of the contested decision
(para. 22). The GC stated that the BoA explained why it deemed the goods to be identical.
Also concerning the conceptual comparison, the decision explains why none of the marks
have any concept (para. 23 to 27). The GC concluded that the claim of lack or reasoning is to
be dismissed (para. 28).

+T-169/13; MOTO B /B MOTOBI et al.; Judgment of 2 February 2016; Benelli Q.J. Srl v
OHIM; Language of the case: EN. The EUTM applicant sought to register the figurative mark
MOTO B as an EUTM for goods in Classes 9, 12 and 25. An opposition in respect of these
goods, based on the earlier Italian non-registered mark B MOTOBI, among others, was filed
on the grounds of, inter alia, Article 8(2)(c) EUTMR. The OD dismissed the opposition. The
opponent appealed the decision before the BoA. The BoA dismissed the appeal. The
opponent filed an application before the GC for the annulment of the decision of the BoA.
The GC found that the BoA duly motivated its decision when it held, first, that the additional
evidence did not provide any information on the market share held by the marks at issue or
the proportion of the relevant section of the public who, because of the marks, identified the
goods at issue as originating from the applicant’s undertaking before the filing date of the
contested trade mark application, next, that no turnover or advertising figures were given
and, lastly, that the evidence submitted contained no indication regarding the degree of
knowledge or recognition of the mark in the relevant sector of the public (paras 34 to 36).

+C-252/15 P; SMART WATER; Judgment of 17 March 2016; Naanzeen Investments Ltd v
OHIM; Language of the case: EN. The EUTM proprietor was granted the registration of the
word mark SMART WATER for goods in Class 32. An application for revocation was filed
pursuant to Article 51 EUTMR. The CD upheld the application for revocation and revoked the
EUTM due to non-use. This decision was confirmed by the BoA and the GC. The EUTM
proprietor filed an appeal before the CJEU. The CJ confirms that where the first instance
decision is confirmed, it forms part of the context known to the parties (para. 31). The
appellant has not disputed the sufficiency of the reasoning of the adjudicating bodies of the
EUIPO (para. 32). The CJ further confirms that the Office’s obligation to state reasons may
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be discharged without explicitly and exhaustively addressing all its arguments; moreover, the
appellant did not identify the specific arguments, which the BoA did not address, nor has it
shown how the alleged failure to state reasons affected the exercise of its right of appeal
(para. 34).

44T-501/13; WINNETOU; Judgment of 18 March 2016; Karl-May-Verlag GmbH v OHIM,;
Language of the case: DE. Although it had not been invoked by the applicant, the GC, on its
own motion, went on discussing whether the BoA’s reasoning as to the descriptiveness of
WINNETOU for all the goods and services [being perceived by the relevant public as
connected with concepts of ‘Native American’ and ‘Native American Chieftain’] was sufficient
or rather constituted an infringement of the obligation to state reasons (Article 75 EUTMR).
The GC criticised, first, that the BoA did not carry out any specific analysis that the sign
WINNETOU, beyond its concrete meaning as an evocation of a fictional character, was
indeed perceived as connected with the concepts of ‘Native American’ and ‘Native American
Chieftain’ (para. 59). Second, the BoA gave only a general statement of reasons, particularly
for ‘merchandising’ goods. A general reasoning can only extend to goods and services that
have a sufficiently direct and specific link to each other to the point that they form a
sufficiently homogenous category. The goods qualified as ‘merchandising’ articles by the
BoA [e.g. perfumery, jewellery, walking sticks, calculating machines, kitchen containers,
meat, confectionery] do not show such a sufficiently direct and specific link as to consider
them a homogeneous category of goods, for which an overall general statement would
suffice. The goods rather display obvious differences as regards their nature, characteristics,
intended purpose and methods of marketing (paras 70 to 72). Moreover, the BoA’s reasoning
as to the direct and specific link between those goods and the sign WINNETOU [BoA: ‘goods
are connected to films or the book character with regard to which the consumer will assume
that they are merely ‘Winnetou’ advertising goods and will not deduce the origin of the
goods’